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Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

ptomail@designlawgroup.com 
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UNITED STATES PATENT AND TRADEMARK 0FFIGE 

APPLICATION NO. 

29/798,750 

SAIDMAN DESIGNLAW GROUP 
George D. Raynal 
6116 Executive Boulevard 
North Bethesda, MD 20852 

ISSUE DATE 

24-Jun-2025 

EGRANT NOTIFICATION 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria, Vrrginia 22313-1450 
www.uspto.gov 

PATENT NO. 

D1080640 

Your electronic patent grant (eGrant) is now available, which can be accessed via Patent Center at https:// 
patentcenter.uspto.gov 

The electronic patent grant is the official patent grant under 35 U.S.C. 153. For more information, please visit 
https://www.uspto.gov/electronicgrants 
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PART B - FEE(S) TRANSJ\HTTAL 

Complete and send this form, together with applicable fee(s), by mail or fax:, or via the USPTO patent electronic filing system. 

By mail, send to: Mail Stop lSSUE FEE 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, Virginia 22313-1450 

By fax, send to: /571 )-273-2885 

fNSTRUCTIONS: This form should be used for transmittjng the ISSUE FEE and PUBUCATYON FEE (jfrequired). Blocks l through 5 should be completed where approprjate . 
.,L\..ll further correspondence vvill be rni.1iled to the cunern correspondence address as indicated unless corrected below or directed othenvise in Block 1, by (a) specifying a new 
con-espondence address; and/or (b) indicating a separate "FEE ADDRESS" for maintenance fee notifications. Because eledronic palent issuani'.e may occur shorUy after issue 
fee payment, ,my desired continuing application should prefornhly be filed prior to payment of this issue fee in order not t.o jeopardize copend,;ncy. 

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block l for any change of address) 
Note: A certificate of mailing can only be used for do1nestic rnailings of the 
Fee(s) Transmittal. This certificate cannol be used for any other accompanying 
papers. Ea.ch additionaJ paper, such as an assigtunent or fo_rrnaJ draw1ng, n1ust 
have its own certifici-He of rnailing or trans111ission_ 

26396 7590 03/l2i20:'.5 

SAlDMAN DESIGN LAW (TROT.JP 
George D. Rayna[ 
6116 Executive Boulevard 
SUITE 350 
North Bethesda, MD 20852 

APPLICATION NO. FILING DATE 

29/798,750 07/09/2021 

Certificate of Mailing or Trnnsmission 
1 hereby certify that rhis Fee{s) TransrrdrtaJ 1s be1ng deposhed with the Un1ted 
States Posw.1 Service v.dth sufficient postage for first class mail in an envelope 
addressed to the Mail Stop fSSUE HiE address above. or being trausrrJtted to the 
USPTO vfr1 the lJSPTO patent electronic filing systt~rn or by facsinnJe ro {571) 
273-2885. on the date below_ 

via Patent Center (Typed CF printed name) 

(Signature-) 

Mav 19 ?025 

FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIR1\1AT!ON NO. 

Xi CHEN 1612.881 7527 

TfTLE OF lNVENTfON: DTSPLA Y SCREEN OR PORTION THEREOF WITH GRt\PHfCAL USER INTERFACE 

APPLN.TYPE ENTITY STATUS ISSUE FEE DUE 

n.onprov1sion.al lJNDlSCOUNTED $1300 

EXAML:\IER AJUUNJT 

2913 

Change of con-espondence address or indication of "Fee Address" (37 
CFR J.363). 

0 Change of correspcmdence address for Change of Correspon,1ence 
Address form PTO/AlA/122 or PTO/SB/l22) attached. 

[:J "Pee Address" indication (or "Fee Address" Indication form PTO/ 
AIAJ47 or PTO/SBi47; Rev 03-02 or more recent) allached. Use nl' a 
Custonu,:r Numlwr is requi:red. 

PUBLICATlON FEE DUE PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE 

$0.00 $0,GG 

Cl.ASS-SUBCLASS 

D 1,:-485000 

., For printing on lhe patent front page, list 
(l) The names of up to 3 registered patent attorney, 
or agents OR. alternatively, 
(2) The name of a single firm (having as a member a 
registt~_red attorney or agent) and the narnes of up to 
'2 registered patent attorneys or agents. If no narne is 
listed, no name will be printed. 

$1300 06/l2J2025 

1 Saidman DesignLaw Group, LLC 

2 

3 _______________ _ 

J. ASSIGNEE NAME AND RESIDENCE DA TA TO BE PRINTED ON THE PATENT (print or type) 

PLEASE NOTE: Unless an crssignee is identified below, no assignee ,lcmr will appear on the patent. If an assignee is identified below, the document must have been previously 
recorded, or filed for recordatiou, as set forth in 37 CFR 3.11 and 37 CFR 3.8l(a). Completion of this form is NOT a substilute for filing au assignment 

(A) NAME OF ASSIGNEE (B) RESIDENCE· (CITY and STATE OR COUNTRY) 

TOYOTA JIDOSHA KAB1JSHIKI KAISHA Toyota-shi, Japan 
Please check foe appropriate assignee category or categories (will not be printed on the patent) : 0 Individual [Si Corporaliou or oilier private group enlity O Governmenl 

4a. Fees submitted: ~Issue _Fee l,J1)ub1katfr)n Fee { H required) 

4b. JVlethod of Payrnen!: ( Please fir.st reapply any previously paid fee shown abo-w?) 

[Si Electronic Payment via the USPTO patent electronic filing system O Enclosed check O Non-electronic payment by credit card (Altach form PT0.-2038) 

~ The Director is hereby authorized lo charge the required fee(s), :my deficiency, or credit any overpayment to Deposit Account No. 19-0031 

5. Change in Entity Status (from status indicated above) 

[J Applicant ce_rtH'ying rnkro entity status. See 37 CFR L29 

0 Applicant asserting small entity status. See 37 CFR l.T/ 

0 Applicant changing lo regular uudiscmmted fee status. 

l'i:QI.E; Absent a valid certification of Micro Entity Status (see forms PTOiSB/15A and 15B), issue 
fee pa~nnent in the n1icro enthy mnount \vHl not be accepted at the risk of application abandonment. 

NOTE: lfthe application was previously under micro entity status, checking this box will be taken 
to be a notification of loss of entitlement lo micro enlity stalus. 

NOTE: Check1ng rJ::is box vvill be taken to be a notiflcatfr)n of loss of enthlen1t~nt to sn1aU or rrdcro 
entity status, as applicable. 

NOTE: This form must be signed in accordarice with 37 CFR LJJ and l.33. See 37 CFR 1.4 for signature requirements and certifications. 

• d ,. ,il'vleera Karnath #70301/ i\.uthonze Signature-~--------------~--------

Typed or printed name rv1eera Karnath 

PTOL-85 Patt B (l li23 l Appmve,1 for use through 03/3li2026 
Page 2 of 3 

0MB 0651-0033 

Date _N_1_a-yy_· _]_9~,_2_0_,2_5_, ---------

Registrntjon No. -~7~0=3~-~0~1~------------

1J .S. Patent and Trademark Office: US DEPARTMENT 01' COMJ\!fERCE 



UNITED STATES PATENT AND TRADEMARK OFFICE 
UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria, Virginia 22313-1450 
www.uspto.gov 

NOTICE OF ALLOWANCE AND FEE(S) DUE 

26396 7590 03/12/2025 

SAID MAN DESIGNLA W GROUP 
George D. Raynal 

EXAMINER 

VINE, ANA MARIA 

6116 Executive Boulevard 
SUITE 350 

ART UNIT PAPER NUMBER 

2913 

North Bethesda, MD 20852 
DATE MAILED: 03/12/2025 

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 

29/798,750 07/09/2021 Xi CHEN 1612.881 7527 

TITLE OF INVENTION: DISPLAY SCREEN OR PORTION THEREOF WITH GRAPHICAL USER INTERFACE 

APPLN. TYPE ENTITY STATUS ISSUE FEE DUE PUBLICATION FEE DUE PREY. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE 

nonprovisional UNDISCOUNTED $1300 $0.00 $0.00 $1300 06/12/2025 

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT. 
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS. 
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON 
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308. 

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE MAILING 
DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS STATUTORY PERIOD 
CANNOT BE EXTENDED. SEE 35 U.S.C.151. THE ISSUE FEE DUE INDICATED ABOVE DOES NOT REFLECT A CREDIT 
FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS PREVIOUSLY BEEN PAID IN 
THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM WILL BE CONSIDERED A REQUEST 
TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW DUE. 

HOW TO REPLY TO THIS NOTICE: 

I. Review the ENTITY STATUS shown above. If the ENTITY STATUS is shown as SMALL or MICRO, verify whether entitlement to that 
entity status still applies. 

If the ENTITY STATUS is the same as shown above, pay the TOTAL FEE(S) DUE shown above. 

If the ENTITY STATUS is changed from that shown above, on PART B - FEE(S) TRANSMITTAL, complete section number 5 titled 
"Change in Entity Status (from status indicated above)". 

For purposes of this notice, small entity fees are 40% the amount of undiscounted fees, and micro entity fees are 20% the amount of 
undiscounted fees. 

IL PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office 
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b" 
of Part B - Fee(s) Transmittal should be completed. If an equivalent of Part Bis filed, a request to reapply a previously paid issue fee must be 
clearly made, and delays in processing may occur due to the difficulty in recognizing the paper as an equivalent of Part B. 

III. All communications regarding this application must give the application number. Please direct all communications prior to issuance to Mail 
Stop ISSUE FEE unless advised to the contrary. 

IMPORTANT REMINDER: Maintenance fees are due in utility patents issuing on applications filed on or after Dec. 12, 1980. 
It is patentee's responsibility to ensure timely payment of maintenance fees when due. More information is available at 
www .uspto.gov/PatentMaintenanceFees. 
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PART B - FEE(S) TRANSMITTAL 

Complete and send this form, together with applicable fee(s), by mail or fax, or via the USPTO patent electronic filing system. 

By mail, send to: Mail Stop ISSUE FEE By fax, send to: (571)-273-2885 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, Virginia 22313-1450 

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks I through 5 should be completed where appropriate. 
All further correspondence will be mailed to the current correspondence address as indicated unless corrected below or directed otherwise in Block I, by (a) specifying a new 
correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for maintenance fee notifications. Because electronic patent issuance may occur shortly after issue 
fee payment, any desired continuing application should preferably be filed prior to payment of this issue fee in order not to jeopardize copendency. 

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block I for any change of address) 
Note: A certificate of mailing can only be used for domestic mailings of the 
Fee(s) Transmittal. This certificate cannot be used for any other accompanying 
papers. Each additional paper, such as an assignment or formal drawing, must 
have its own certificate of mailing or transmission. 

26396 7590 03/12/2025 

SAID MAN DESIGNLA W GROUP 
George D. Raynal 
6116 Executive Boulevard 
SUITE 350 
North Bethesda, MD 20852 

APPLICATION NO. FILING DATE 

29/798,750 07/09/2021 

Certificate of Mailing or Transmission 
I hereby certify that this Fee(s) Transmittal is being deposited with the United 
States Postal Service with sufficient postage for first class mail in an envelope 
addressed to the Mail Stop ISSUE FEE address above, or being transmitted to the 
USPTO via the USPTO patent electronic filing system or by facsimile to (571) 
273-2885, on the date below. 

(Typed or printed name) 

(Signature) 

(Date) 

FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO. 

Xi CHEN 1612.881 7527 

TITLE OF INVENTION: DISPLAY SCREEN OR PORTION THEREOF WITH GRAPHICAL USER INTERFACE 

APPLN. TYPE ENTITY STATUS ISSUE FEE DUE 

nonprovisional UNDISCOUNTED $1300 

EXAMINER ART UNIT 

VINE, ANA MARIA 2913 

I. Change of correspondence address or indication of "Fee Address" (3 7 
CFR 1.363). 

0 Change of correspondence address ( or Change of Correspondence 
Address form PTO/AW122 or PTO/SB/122) attached. 

0 "Fee Address" indication (or "Fee Address" Indication form PTO/ 
AW47 or PTO/SB/47; Rev 03-02 or more recent) attached. Use ofa 
Customer Number is required. 

PUBLICATION FEE DUE PREY. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE 

$0.00 $0.00 

CLASS-SUBCLASS 

Dl4-485000 

2. For printing on the patent front page, list 
(I) The names of up to 3 registered patent attorneys 
or agents OR, alternatively, 
(2) The name of a single firm (having as a member a 
registered attorney or agent) and the names of up to 
2 registered patent attorneys or agents. If no name is 
listed, no name will be printed. 

$1300 06/12/2025 

2 ______________ _ 

3 ______________ _ 

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type) 

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document must have been previously 
recorded, or filed for recordation, as set forth in 37 CFR 3.11 and 37 CFR 3.8l(a). Completion of this form is NOT a substitute for filing an assignment. 

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY) 

Please check the appropriate assignee category or categories (will not be printed on the patent) : 0 Individual O Corporation or other private group entity O Government 

4a. Fees submitted: DissueFee □Publication Fee (if required) 

4b. Method of Payment: (Please first reapply any previously paid fee shown above) 

0 Electronic Payment via the USPTO patent electronic filing system O Enclosed check 0 Non-electronic payment by credit card (Attach form PTO-2038) 

0 The Director is hereby authorized to charge the required fee(s), any deficiency, or credit any overpayment to Deposit Account No. ____ _ 

5. Change in Entity Status (from status indicated above) 

0 Applicant certifying micro entity status. See 37 CFR 1.29 

0 Applicant asserting small entity status. See 37 CFR 1.27 

0 Applicant changing to regular undiscounted fee status. 

NOTE: Absent a valid certification of Micro Entity Status (see forms PTO/SB/15A and 15B), issue 
fee payment in the micro entity amount will not be accepted at the risk of application abandonment. 

NOTE: If the application was previously under micro entity status, checking this box will be taken 
to be a notification of loss of entitlement to micro entity status. 

NOTE: Checking this box will be taken to be a notification of loss of entitlement to small or micro 
entity status, as applicable. 

NOTE: This form must be signed in accordance with 37 CFR 1.31 and 1.33. See 37 CFR 1.4 for signature requirements and certifications. 

Authorized Signature _______________________ _ 

Typed or printed name ______________________ _ 

PTOL-85 Part B (11/23) Approved for use through 03/31/2026 
Page 2 of3 

0MB 0651-0033 

Date ____________________ _ 

Registration No. ________________ _ 

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 



UNITED STATES PATENT AND TRADEMARK OFFICE 

APPLICATION NO. FILING DATE 

29/798,750 07/09/2021 

26396 7590 03/12/2025 

SAID MAN DESIGNLA W GROUP 
George D. Raynal 
6116 Executive Boulevard 
SUITE 350 
North Bethesda, MD 20852 

FIRST NAMED INVENTOR 

Xi CHEN 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 

P.O. Box 1450 
Alexandria, Virginia 22313-1450 
www.uspto.gov 

ATTORNEY DOCKET NO. CONFIRMATION NO. 

1612.881 7527 

EXAMINER 

VINE, ANA MARIA 

ART UNIT PAPER NUMBER 

2913 

DATE MAILED: 03/12/2025 

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b) 
(Applications filed on or after May 29, 2000) 

The Office has discontinued providing a Patent Term Adjustment (PTA) calculation with the Notice of Allowance. 

Section l(h)(2) of the AIA Technical Corrections Act amended 35 U.S.C. 154(b)(3)(B)(i) to eliminate the requirement 
that the Office provide a patent term adjustment determination with the notice of allowance. See Revisions to Patent 
Term Adjustment, 78 Fed. Reg. 19416, 19417 (Apr. 1, 2013). Therefore, the Office is no longer providing an initial 
patent term adjustment determination with the notice of allowance. The Office will continue to provide a patent term 
adjustment determination with the Issue Notification Letter that is mailed to applicant approximately three weeks prior 
to the issue date of the patent, and will include the patent term adjustment on the patent. Any request for reconsideration 
of the patent term adjustment determination ( or reinstatement of patent term adjustment) should follow the process 
outlined in 37 CPR 1.705. 

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of 
Patent Legal Administration at ( 571 )-272-7702. Questions relating to issue and publication fee payments should be 
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or (571 )-272-4200. 
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0MB Clearance and PRA Burden Statement for PTOL-85 Part B 

The Paperwork Reduction Act (PRA) of 1995 requires Federal agencies to obtain Office of Management and Budget 
approval before requesting most types of information from the public. When 0MB approves an agency request to 
collect information from the public, 0MB (i) provides a valid 0MB Control Number and expiration date for the 
agency to display on the instrument that will be used to collect the information and (ii) requires the agency to inform 
the public about the 0MB Control Number's legal significance in accordance with 5 CFR 1320.5(b). 

The information collected by PTOL-85 Part B is required by 37 CFR 1.311. The information is required to obtain 
or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is 
governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 30 minutes to complete, including 
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon 
the individual case. Any comments on the amount of time you require to complete this form and/or suggestions 
for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, 
U.S. Department of Commerce, P.O. Box 1450, Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR 
COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, 
Virginia 22313-1450. Under the Paperwork Reduction Act of 199 5, no persons are required to respond to a collection 
of information unless it displays a valid 0MB control number. 

Privacy Act Statement 

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your 
submission of the attached form related to a patent application or patent. The United States Patent and Trademark 
Office (USPTO) collects the information in this record under authority of 35 U.S.C. 2. The USPTO's system of 
records is used to manage all applicant and owner information including name, citizenship, residence, post office 
address, and other information with respect to inventors and their legal representatives pertaining to the applicant's/ 
owner's activities in connection with the invention for which a patent is sought or has been granted. The applicable 
Privacy Act System of Records Notice for the information collected in this form is COMMERCE/PAT-TM- 7 Patent 
Application Files, available in the Federal Register at 78 FR 19243 (March 29, 2013). 

https ://ww1.vg_ovlnJo._gov/conten1Jpkg/FR--20_l_3_ -03 -29!pdtJ20 [_3--0 734 lJKlf 

Routine uses of the information in this record may include disclosure to: 

1) law enforcement, in the event that the system of records indicates a violation or potential violation of law; 

2) a federal, state, local, or international agency, in response to its request; 

3) a contractor of the USPTO having need for the information in order to perform a contract; 

4) the Department of Justice for determination of whether the Freedom of Information Act (FOIA) requires 
disclosure of the record; 

5) a Member of Congress submitting a request involving an individual to whom the record pertains, when the 
individual has requested the Member's assistance with respect to the subject matter of the record; 

6) a court, magistrate, or administrative tribunal, in the course of presenting evidence, including disclosures to 
opposing counsel in the course of settlement negotiations; 

7) the Administrator, General Services Administration (GSA), or their designee, during an inspection of records 
conducted by GSA under authority of 44 U.S.C. 2904 and 2906, in accordance with the GSA regulations 
and any other relevant (i.e., GSA or Commerce) directive, where such disclosure shall not be used to make 
determinations about individuals; 

8) another federal agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to 
the Atomic Energy Act (42 U.S.C. 218(c)); 

9) the Office of Personnel Management (OPM) for personnel research purposes; and 

IO)the Office of Management and Budget (0MB) for legislative coordination and clearance. 

If you do not furnish the information requested on this form, the USPTO may not be able to process and/or examine 
your submission, which may result in termination of proceedings, abandonment of the application, and/or expiration 
of the patent. 



Notice of Allowability 
For 

A Design Application 

Application No. 
29/798,750 

Examiner 
Ana M Vine 

Applicant(s) 
CHEN et al. 

Art Unit AIA (FITF) Status 
2913 Yes 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address-­
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included 
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS 
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the 
initiative of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308. This notice does not set or reset the time 
period for paying the issue fee. The issue fee must be paid within THREE MONTHS FROM THE MAILING DATE of the Notice of 
Allowance (PTOL-85) or this application shall be regarded as ABANDONED. This statutory period cannot be extended. See 35 U.S.C.151. 

1.0 This communication is responsive to Patent Board Decision filed 21 February 2025 . 

DA declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on __ . 

2.0 An election was made by the applicant in response to a restriction requirement set forth during the interview on __ U,e 
restriction requirement and election have been incorporated into this action. 

3.0 The claim is allowed. 

4.0 Acceptable drawings: 

(a) 0 The drawings filed on 09 July 2021 are accepted by the Examiner. 

(b) D Drawing Figures filed on __ and drawing Figures filed on __ are accepted by the Examiner. 

5.0 The claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f) is acknowledged. 

Certified copies: 

a) 0 All b) D Some *c) D None of the: 

1. 0 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. __ . 

3. D Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (PCT Rule 17.2(a)). 

* Certified copies not received: __ . 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirement for 
corrected drawings noted in item 6 below. Failure to timely comply will result in ABANDONMENT of this application. 
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE. See 37 CFR 1.85(c). NOTE: This notice does not set or reset the time 
period for paying the issue fee. 

6.0 CORRECTED DRAWINGS (as "replacement sheets") must be submitted. 

D including changes required by the attached Examiner's Amendment/ Comment or in the Office action of 

Paper No./Mail Date __ . 

Identifying indicia such as the application number {see 37 CFR 1.84{c)) should be written on the drawings in the front {not the back) of 
each sheet. Replacement sheet{s) should be labeled as such in the header according to 37 CFR 1.121{d). 

Attachment(s) 

1.0 Notice of References Cited (PT0-892) 

2.0 Information Disclosure Statements (PTO/SB/08), 
Paper No./Receipt Date 

3.0 Interview Summary (PT0-4~ 
Paper No./Mail Date __ . 

NOTE: 

/A.M.V./ 
Examiner, Art Unit 2913 

U.S. Patent and Trademark Office 

PTOL-37D (Rev. 08-17) 

4. 0 Examiner's Amendment/Comment 

5. D Examiner's Statement of Reasons for Allowance 

6. □ Other __ 

/RACHEL A. VOORHIES/ 
Primary Examiner, Art Unit 2923 

Notice of Allowability Part of Paper No./Mail Date 20250224 



Application/Control Number: 29n98,750 
Art Unit: 2913 

NOTICE OF ALLOW ABILITY 

Notice of Pre-AJA or AJA Status 

Page 2 

The present application, filed on or after March 16, 2013, is being examined under the 

first inventor to file provisions of the AIA. 

Examiner's Comment 

In view of the Patent Trial and Appeal Board decision submitted February 21, 2025, the 

rejection under 35 U.S.C. 103 is withdrawn. 

Conclusion 

This application is in condition for allowance. The prior art made of record and not relied 

upon is considered pertinent to the appearance of the claimed design. The claimed design is 

patentable over the references cited. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Ana M. Vine whose telephone number is (571)272-1348. The 

examiner can normally be reached Monday-Thursday, 6 a.m-4p.m. ET. 

Examiner interviews are available via telephone, in-person, and video conferencing using 

a USPTO supplied web-based collaboration tool. To schedule an interview, applicant is 

encouraged to use the USPTO Automated Interview Request (AIR) at 

http://www.uspto.gov/interviewpractice. 



Application/Control Number: 29n98,750 
Art Unit: 2913 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

Page 3 
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UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

Ex parte XI CHEN and KOHEI MOROTOMI 

Appeal 2024-000640 
Application 29/798,750 
Technology Center 2900 

Before DANIEL S. SONG, GRACE KARAFFA OBERMANN, and 
BRENT M. DOUGAL, Administrative Patent Judges. 

SONG, Administrative Patent Judge. 

DECISION ON APPEAL 

STATEMENT OF THE CASE 

Pursuant to 35 U.S.C. § 134(a), the Appellant 1 appeals from the 

Examiner's decision to reject the claimed design. See Final Act. 1. We have 

jurisdiction under 35 U.S.C. § 6(b ). 

We reverse. 

1 "Appellant" refers to "applicant" as defined in 37 C.F.R. § 1.42. The 
Appellant identifies the real party in interest as Toyota Jidosha Kabushiki 
Kaisha. Appeal Br. 3. 
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CLAIMED SUBJECT MATTER 

The claimed design is directed to a "DISPLAY SCREEN OR 

PORTION THEREOF WITH GRAPHICAL USER INTERFACE." Appeal 

Br. 3. The sole figure of the claimed design is reproduced below: 

The above figure depicts a shaded rectangular box with its boundary 

in dashed lines and, within the box, a lightened depiction of an outline of a 

shoe slightly above a narrow rectangle that is angled upwardly to the left and 

a slightly curved arrow above the toe of the shoe, the arrow pointing 

diagonally upward and toward the right. 

REFERENCES 

The Examiner relies on the following references to reject the claims: 

Cadillac 

Mazda 6 Owners Manual: Electric Parking 
rake 

(https://www.mazda6info.net/electric_parking 
brake-216 .html 
Cadillac Escalade: Adjustable Throttle and Oct. 30, 2020 
rake Pedal 

(https://www.fsuvs.com/adjustable_throttle_a 
d brake edal-966.html 

Black Arrows "Black arrows. Curved signs stock Sept. 1, 2022 
illustration" 
(https ://www.istockphoto.com/vector /black­
arrows-curved-signs-gm l 050385984-
28087345 l? hrase=curved arrow 

2 
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REJECTION 

The Examiner maintains the following rejections: 

1 103 Cadillac, Mazda, Black Arrows 
1 103 Mazda, Cadillac, Black Arrows 

OPINION 

The Examiner rejects the claimed design under 35 U.S.C. § 103 as 

unpatentable finding that: 

The design of Cadillac has basically the same design 
characteristics as the claimed design, in that both designs 
disclose a similar shaped shoe, a thick line of similar weight 
underneath the shoe, a gap between the shoe and the thick line 
of similar weight, and a rightward pointing arrow to the right of 
the shoe. 

Final Act. 2-3. The Examiner determines that "[t]he claimed design is 

different from the design of Cadillac in that the arrow is curved and arranged 

diagonally above the shoe, and the thick line below the shoe is slightly more 

elongated." Final Act. 3. The relevant portion of Cadillac is reproduced 

below: 

The portion of Cadillac reproduced above shows a shoe with a shaded 

rectangular box and, within the box, a darker shaded depiction of a shoe 

slightly above a narrow rectangle that is angled upwardly to the left, one 

horizontal arrow pointing toward the right, and one horizontal arrow 

pointing toward the left. 

The Examiner also makes similar findings with respect to Mazda, 

determining that in Mazda, "one arrow [is] arranged above the toe portion of 

3 
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the shoe" and that "[t]he claimed design is different from the design of 

Mazda in that the pedal does not have an intersecting line and the arrow is 

slightly curved and points away from the icon." Final Act. 3. The relevant 

portion of Mazda is reproduced below: 

The portion of Mazda reproduced above shows a shoe slightly above 

an angled T -shaped design, and one arrow pointing downwardly at a slight 

angle near toward the toe of the shoe. 

The Examiner relies on Black Arrows for disclosing "a rounded arrow 

pointing away" and concludes that: 

It would have been obvious to modify Cadillac by 
elongating the pedal and placing the arrow above the toe box of 
the shoe, as seen in Mazda, or to modify Mazda by using the 
shoe icon seen in Cadillac, and by pointing the arrow away and 
rounding it, as taught by Black Arrows. 

Final Act. 3-4. 2 According to the Examiner, Black Arrows is "so related in 

that it shows a range of arrow icon types" and "[ t ]he differences between the 

claimed design and the prior art are such that the claimed design as a whole 

would have been obvious." Final Act. 4. The relevant portion of Black 

Arrows is reproduced below: 

2 Hence it is clear that the Examiner applies two different rejections to the 
claimed design, namely: (1) Cadillac in view of Mazda and Black Arrows, 
and (2) Mazda in view of Cadillac and Black Arrows. Final Act. 4. 

4 
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The portion of Black Arrows reproduced above shows four different 

arrows that are arched to the right and are of different lengths, the left-most 

arrow being short and generally pointing upward while the right-most arrow 

being long and forming a semi-circle. 

The Appellant argues that Cadillac is not a proper Rosen reference 

because in Cadillac: there are only straight arrows pointed to the left and 

right at the left and right sides; there is no curved arrow leading away from 

the shoe toe; the pedal is substantially less long; the shoe toe and heel 

portions are different than in the claimed design; elements have an outer 

darker outline than the inner gradient shading that fades in the center; and 

has a light background instead of a dark background as in the claimed 

design. Appeal Br. 13. The Examiner disagrees and responds that both the 

claimed design and Cadillac disclose, inter alia, "a rightward pointing 

arrow" and that "taken as a whole, Cadillac is a valid primary reference that 

has basically the same design characteristics and an appearance that is 

substantially the same as the claimed design." Ans. 4. 

The Appellant also argues that Mazda is not a proper Rosen reference 

because in Mazda: the straight arrow points downward into the shoe toe; the 

line below the shoe does not extend as far toward the heel; there is a 

perpendicular lower line opposite the downwardly pointing arrow; shoe toe 

and heel portions are shaped differently; and all elements are solid black on 

a white background instead of a dark background as in the claimed design. 

5 
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Appeal Br. 14. The Examiner again disagrees and responds that the claimed 

design and Mazda are similar and that "[t]he presence of an intersecting line 

underneath the pedal does not disqualify Mazda as a primary reference." 

Ans. 6. 

As evident from the above, the Examiner's rejection and the 

Appellant's arguments are generally based on the obviousness analysis as set 

forth in In re Rosen and its progeny, i.e., are based on the Rosen-Durling 

test. In re Rosen, 673 F.2d 388 (CCPA 1982); Durling v. Spectrum 

Furniture Co., Inc., 101 F.3d 100, 103 (Fed. Cir. 1996). However, 

subsequent to the rejection and briefing in the present appeal, the Federal 

Circuit held that the Rosen-Durling test for evaluating obviousness in 

designs was too rigid, and that obviousness should be analyzed applying the 

framework set forth in Graham v. John Deere Co. LKQ Corp. v. GM Global 

Tech. Operations LLC, 102 F.4th 1280, 1292-95 (Fed. Cir. 2024) (en bane) 

(citing Graham v. Deere, 383 U.S. I (1966)). Thus, the new framework as 

articulated in LKQ applies in the present appeal. 

Pursuant to LKQ, the obviousness inquiry asks "whether an ordinary 

designer in the field to which the claimed design pertains would have been 

motivated to modify the prior art design 'to create the same overall visual 

appearance as the claimed design."' LKQ, 102 F.4th at 1299 (quoting 

Campbell Soup, Co. v. Gamon Plus, Inc., IO F.4th 1268, 1275 

(Fed. Cir. 2021)). "[T]he motivation to combine ... need not come from the 

references themselves," "[b ]ut there must be some record-supported reason 

(without hindsight) that an ordinary designer in the field of the article of 

manufacture would have modified the primary reference with the feature(s) 

from the secondary reference(s) to create the same overall appearance as the 

6 
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claimed design." Id. Factors to consider in this regard include an ordinarily 

skilled designer's experience and creativity; market demands and industry 

customs in the relevant field; and which ornamental features are 

commonplace in the relevant field. See id. For the reasons discussed below, 

we find the Examiner's rejections insufficient to support the conclusion of 

obviousness. 

Cadillac in view of Mazda and Black Arrow 

To adequately support the rejection, the Examiner must provide 

"some record-supported reason (without hindsight) that an ordinary designer 

in the field of the article of manufacture would have modified" the design of 

Cadillac to provide a slightly curved arrow above the toe of the shoe, the 

arrow pointing diagonally upward and toward the right. LKQ, 102 F.4th 

at 1299. As the Appellant points out, Cadillac merely "includes left and 

right arrows," and we observe that both of these arrows are horizontally 

oriented. Reply Br. 19. In addition, as the Appellant further argues, 

Mazda's arrow points downward in an opposite direction as the claimed 

design. Reply Br. 18. 

The Examiner explains that "Cadillac already shows the rightward 

arrow pointing away from the shoe so when placed above the toe box, the 

arrow would still be pointing away similarly to the claimed design." Ans. 7; 

see also id. at 8 ("Cadillac also shows having a straight arrow pointing away 

from the shoe .... The direction of the arrow, pointing away from the shoe, 

is additionally reinforced by the arrow pointing away from the shoe in 

Cadillac"). However, notwithstanding the fact that Cadillac's arrow is 

spaced significantly away from the shoe such that its association with the 

7 



Appeal 2024-000640 
Application 29/798,750 

shoe (much less the toe) is attenuated, we disagree with the Examiner's 

apparent position that Cadillac's teaching of arrows pointing away from the 

shoe can be disassociated with the direction in which these arrows actually 

point, namely, in horizontal directions. 

The Examiner has relied on Mazda for positioning an arrow at the toe 

of the shoe and relied on Black Arrows for disclosing a slightly curved 

arrow pointing diagonally upward and toward the right, and seemingly, also 

for disclosing an arrow that points "away." Final Act. 3. However, as the 

Appellant argues, "comparison of the claimed design to Mazda fails to 

describe the directional orientations of the arrows, in that the two designs 

depict the arrows in opposite directions." Appeal Br. 10. In particular, 

Mazda's arrow points in a direction that is opposite to that of the claimed 

design. It is not clear where the Examiner and the record sufficiently 

establishes a reason why a designer of ordinary skill in the art would have 

modified the design of Cadillac to incorporate a slightly curved arrow above 

the toe of the shoe, wherein the arrow points diagonally upward, which is in 

an opposite direction of Mazda's arrow, and toward the right. Although the 

Examiner asserted that "Cadillac already shows the rightward arrow pointing 

away from the shoe," this determination based on a horizontally pointing 

arrow is deficient for the reason discussed above. Ans. 7. 

As to the reasoning for applying Black Arrows for the design of the 

arrow, all that we are provided for in the record is that Black Arrows is 

"pointing away" and that it is "so related in that it shows a range of arrow 

icon types." Final Act. 3, 4. It is unclear how Black Arrows in isolation is 

"pointing away" and how or why the disclosed arrow would motivate a 

8 
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designer of ordinary skill to change the Mazda's arrow to point in the 

opposite direction when applied to Cadillac. 

Mazda in view of Cadillac and Black Arrows 

The Examiner's rejection of the claimed design based on Mazda in 

view of Cadillac and Black Arrows is also deficient for similar reasons 

discussed above in that the Examiner does not sufficiently explain, nor the 

record sufficiently establish, why a designer of ordinary skill in the art 

would have modified the design of Mazda to modify its arrow so that it is 

slightly curved and points diagonally upward and toward the right in an 

opposite direction to that of Mazda. We again note that the horizontal 

arrows of Cadillac are insufficient to provide such motivation, and the 

Examiner's application of Black Arrows does not remedy that deficiency. 

Disposition of the Rejections 

Therefore, in view of the above considerations, we reverse the 

Examiner's rejections of the claimed design based on Cadillac in view of 

Mazda and Black Arrows, and on Mazda in view of Cadillac and Black 

Arrows. The Appellant's further arguments asserting that the suggested 

combination still fails to result in the claimed design, and the Examiner's 

response that such differences are obvious and/or de minimis, are moot. 

Appeal Br. 9-10, 14-17; Ans. 5; Reply Br. 15, 18. In addition, the 

Appellant's arguments regarding the differing intended purpose of the 

claimed design to those of Cadillac and Mazda, and the Examiner's 

responses thereto, are also moot. Appeal Br. 16; Ans. 9, 12; Reply Br. 13-

14, 19. Furthermore, the Appellant's arguments asserting that the applied 
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prior art are not analogous art, while pertinent to the LKQ analysis, is 

nonetheless moot in view of the above. Reply Br. 2, 6-12. 

1 
1 

CONCLUSION 

The Examiner's rejections are reversed. 

DECISION SUMMARY 

The following table summarizes our decision: 

103 Cadillac, Mazda, Black Arrows 
103 Mazda, Cadillac, Black Arrows 

Overall 
Outcome 

REVERSED 

10 
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1 
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1nte1;ra1 to th_e operation of a prog~ra11:1111ed con:1pu.ter 

J\,Ja.zda referenc,e 

It _is evident frorn the reterences that the refe~re11c.es do not disclose the sarne article of 



' . 
cteSJf-:;r1s are directed to a printed 

·-ro the extent that the a.ssertecC nonuintera.cti\7e reft=:rencf..:s a.re appHca.ble ar;ainst thf..: c.la.irned 

article~·, I i_n1l tatl on tvhich 1llUSt ' a.pp1y to 

problen'ls lha1l 

(~(}lz,n,nbit1" ll notes that a natt1raL, rele\/ar1t considera.ti or1 for distin~~uishi ng one artici e fro.n1 

another to the artic.Ies~ ft1ncti on s~ fu.nctlonaJity to 

i\. referf..:nce \vhich 

c.ontext should llOl qt~aliJ~,.. as prior art perUr1t:r1t to a desig~ner of ort1.Lnary skill sol\/_iJlf:; a d.ifft)rent 

problern ~ al belt ,:vi th \/i sual iv related corn por1er1ts. 

3·-ro the extent that ill re ~5-c-l~?lell~ 46 F 2d 203., 208 ((:.c:.:P .. /t. l')Jl} indicates that a 
'·"pa.rtic11la.r article~:, requlren1e,nt d.oe,s not apply· to surf;:1ce, u11 t{:lil1t~11~,<111Uil des11?ns, de,si:gn pate,nt 



I\,,.1oreover~ even J·f appLicable., the purpose•"conseql.tent O\.t"erail appearances of the cited 

reterences are difft=:rent frorn the c1ai1l1ed not basically the 

'I~he (~ad.illac apparer1tl:./ a dig~itized exce-rpt of a-11 

and its graphic illt1stratior1 relates to a£liustal:de throttle and brak·e pedals that aHcr--i•/ a user to c.J1an~;e 

c1airned an::.i indicatin~~ that the 1s directed 

to ;;raphlca,l controlling dece-lera.tion. of ordlr1arv not 

settinf? OUl lO desig~n tor the use C·Olllt:x.t the 

to ' ano acc,e1era.tion and as 1n the clairned 



flet'erenc,e vie\"Al frorn Japanese Prioritv I)oc-111nent 

" . a reterence v1e\v frorn the Ja.pa.nese anci 

the text rrn1~:hly transla.tf..:s to push to acce;eraxe. 

l\--:ia.zda also a,ppa,rentl,/ ex_cerpt ot an ' Jud,uud,t 

1\<Iazda and ill11str·ation 
,, 

or an 1na1c,ator of a \/ellicle inst1111n.t:nt 

is related to brake peda~ operation and electric parkin_g brake atttornatic release b:l acceh:.:rator pedal 

de·pic-ti ng ac.ce1eratio11 d.ec,elera.tion, as 1n the cJain:1ed ' • oes1gr1. 

12 



i\;,, ··rhe Itxa:s.11i:nt~r\s Ilt'Of)Osed p:ri11:s.nrj1 references nre defirie:s.it hecau.se tl1t~y Incl;_ 
lrBfJOrtant. ·visual elernent.s of the clairneti tieslg.n a.nd t.heir· iriotiiflcat-ion t.o incorr)orat.t~ 
srach eie:s.-nen.ts ,,~oltld i~111:leri11issihi~y d.estroy tlleir fu-s-1da-s-l1t~-rlt"al r h.Hracteristics .. 

•" .tor a card as beinf~ 

ol-rviot1s rn \/ie'\V ot a purportet1. pr1rna.ry-reft~rence ::.1ata ca.rt1 \Alhic.h did not possess the c1ai.n1ed 

' a. seconoarv that the 

ob\/] ousness should not focus OYl 1ntli \-1dual but 1t the 

.• ' 

1nter~ral to the vislJai 1rnprf..:ssion of the c.ia,i.n1ed ' . t1es1gr1. 

·-rhe-refort\ it 1s not proper to alter pr1.n1arv reterence as 1t destroys the· ft1ndarnt:11ta1 

that the position of the throttle a.net peda~ or 

·fro.n-1 ,; ,; 

'/OUf DOGy. if' you tak(: the a.rrOV·lS a.\'\1ay Eke the E:xarniner then it destroys V·lilat 

i\.r1S\-'/e1 the t:.xarniner states tha,t aithot1£~h (~adi Hae. has a peda.1 that does not fully-extend to the 



t.~1 

p~11Hl~1J tlLJt~J JO ~1dHqs AH.:\\ ou lJ~ s1 Sti\OJX\r )1JHifI u1 .A\OJJH ~)lLL ·gpzHr,\I JO JHil!PH:) ur pu11<-~J ti\O.JJH 

J(:)l{JF) sr; ~~1~:::!S JC) uo1+J~)_.q.p ··uo1-rtq.lJ(:)~_-JO \~1ft{IIH JO SlUJ(:)l u; dUJHS ~~1qi }Oll ST tf:_)~qtd, [\\OJ.JH J.O ~)i-1H1UT 

'f~1o.is H .isnr Sf -1~ Sl~ t?pZl::J:'\} JO '.~lt?[I~Pt?:) .I;"~lq_J~-~) o; .iut:.?1\dF)J .1,U~f S/•AOJJ.\/ -2F)lqti \-\[.fl~jp1JTS -rt? lJ(:)lt? UJ. 
I- • ' 

~)':).rnos J~;-lf{! JO -1.X~)'JUO'.) ~1q.i u1 ~)f-lt:ru;qu1o·J ;1q ·-iou p1no/\'\ )Hf{-l Sl1o;;n.risrq1; ;·jTnlH~~.J puu SUO ;):JUnJ 

llt~}J~1.JJ;p 1\1~11-~)ldlUOJ q,:-rH~11 A~1Ill SH J~)tpo IlJH~) 01 lUH/~~)1~).I JOU ~lJH HpZHJ,,\1 puH ·:)HlnPt\~) "JO suopJ;~.Il?i\ 

SS(:)1iuno,:_1 (:).JH d.J~)tn q~);ljA\ JO ··/y\(}JJT:} UH JO (:)i?HtU} );·:)O)S l~ AF)J~)UJ si S/il10JS\l )l)HitI ~)ILL '(:));HJq 

i1tl~.)iJ.l::d l:? ~)~l:?(:) 1;1.1 
' 

o.i /\\Olj dlH·~1~pu~ OJ p.ll?/X\U./v\Op p~llUlOd A\0111? lll? qlf/v\ 
,- ,- .... 

:) ;tj Gl:?J't~ 1np(:)d. n ~~)f:HlF)U.T 

q:J ;t!l{\ p~lTUT:?}\[ s ~J~)U/~''..() UH UJOJJ f;"j ltlOJ OS (H ;"j:)tl~lJ~~J~)J upZHJ:\[ ~)l,Ll ·sp::p~)(J ~))fH.rq pun ~)I.llOJf{-l 

~)1quisnfpu sHq -~-~F)1q~)l\ ~)tp .;utr-i ~)tH·:)1l)U1 o.; SA:\OJJ1: itfgt1 puR 1J~--:1 tp~t{\ ~,~qchtrfI IHP~)Ci 1: s~)prq,:)II! tf:)!Ilt{\ 

1t~r1ut~t,.,\I s C-J~)Ui't\() lJH J.O uo1SJ(:)/\ (:)iJ1::d.~,q(:)f-t~ l? /\1iu~).JHdd1:: si ~J)tl~).J(:~J(:)J ·:-rt~I ! !PH;) (,~)l\Oqt~ p(:)lOU S\/ 

.. UO!~UI1f(llUO~) lflI.tl~)s_j fl} ,J01\U~)[fU:J JO pf~)!J flUl':t p~).AfOS ~)l) O.} UJ~"S~l]OJ:d_ 

ll~ ~--i)::JJl~F~.J 0§~~ }STU i} .. l'lt §~)~)lli} .. l~~j~).J A: .. !ltf)UO~)~)S flUH .:(J.tftur.ad p::)§(H.io .. 1t1 §~ .. J~)l1~{lll~X':i[ :::lqJ.! "f[ 

ui?1s(:)p 

~;tjl.JO -~)~lS~1dl~lHJt?q) jlq.lJ~)tUl~puqJ r: :t~u~-... \otu;1.1 ~)q p P'lO/x\ ~)J(:)l{ ' ,;:;cH:?tjb .I. ~)tp ~)AOU}~)J O __ L • uo ~s~~)Jd~)p JO 

spo1-rJ~)tU ;u~)J~~-1-J~P ~)sotp. l~J~)L-FjJ 0-1 s [Hp~)d J(JJH.J~)FlJ·:;n ~)lHTJsn ! E cq S/(H/i\ .-\uHuJ. ~:).l'H ~:)J;·ltp. ;)J(Z-FjJ;1tp puu 

::ru-~-ru.i~)1~) fh.r9J~1sJ~)tu; uu lf:Jns ~)lHJOdJoJu; ·-io11 op q,:)~ItA:\ srHp-~-~d -10.;HJ~)F)':),:YH JO s~)d_.,\) Auin.u ~1JH ~1J~1tLL 

'ddHqs .I. l~)U}lS}P s1qJ tUJC'._J Ol uflis~Yp Il~p~~HJ l~pZH}\[ (:)l{JJO 1-JHd. p~)tU.JC\~l du;i !1u;l:_)~~1SJ~)JU} s~_-qi ltn.jl llJ(:))U~_-

Jt?~) F1 SH/y\ d1~1tjl J.~);\(:)/y\OU 
' 

'r:1'.~1~pu; Ul? lf J.~)p~-St((J~) /\~)l{) ~)Srll::·:)~)q Il?pdd ~1tjl LjlH~)U~~1q ~~1U~i i1tl ;l~1;1SJ~)-lU ~ 

~)q) lHlfl S~)lHlS J~)lJH,UH)C~] ;)tp. :J;)li\SII\l- ~:)f{-l JO 9 ~)i~nd UO \{(.JHI~ltl;S -~):Ju;·jJ;)J~lJ ;\JHl.Ul.H.i T:? JfZf p~1p~)~)U 

~)q pir10A:\ ltrqi ~J~)SIJ~)lJH_.n:;q,:) ll?1lJ~) lU'Hp U nJ H -~-~Jl?US 
' 

iou S~)OD 
' 

·:)HI [~pH;~) '~1JC~f~1J~11.IJ.! 'IHP~)d .J01HJ~)F}:)':)'H 

ur:.; SH (:)d.Hqs JO qti-?u~) I (:)lUl~S ~)tp. Ol jHp(:)d d>jH.Jq l~ plJ(:)Jx~1 O) (:)Suds (:)4HuJ Jou p ;rlO/il1 lI ·s~)SOdJnd 

; U~)J~~ttJ~P J(~J llJH~)lU ~Sll?pdd .TO ,, sdcL'\t Jll~)J.~)JJ f p l .. !~))~~) I dUJ.(}J ~)J.l:: r::pzl~f\j pul~ '.~11? [I~pt?:) HI ~1np~)d (:)l{) 



to the pedais ilhistration of (\:id1Uac or I\,,.1azda. {)r1e ca11not sirnply re~v on a database of arrov~/s to 

1ncorporate to alter thf..: appearance of' ttn unrelated 1rnat~e. [~ven 1n thf..: context of c-otrntiess ,va.y-to 

the cJain1ed 
,, 
1ron1 related 

anv of the cla.Jined an(1 c.ited art 1n ttns rnatter. l'heref(1re., the reterences are r1ot so related 1n the 

n1oti\7ated to con:1bine thern 
~ .. . 

con:101nat1on ot e1er11ents to c,reate the 

~>xar11ine:r~s se~ective coi11binatioi1 of p:arts of e~elne:nts fi"'o111 seco:ndnrJ' reft~re:nces is 
lrn1Jerl"nissil)le a.iiti inrlicatl,..-e of hiiitisight. l1las~ 

'rhe J~:,xaininer has irnpern1.issibiv selected poruons of st:conaary re.terer1c-es to creatt: a 

hir1dsi1:~ht .nnpress1on or· a desig:n to cornpare to the clairned ' ' ctes1_gr1. 

co11'1bine the a.pplied secondar:/ referf..:nc.e and there 
,. ,. . ., 

1s r10 rnot1vat1on to teach the sasne a.ppearar1c.e. 

sli ghtl :l ()n 10 of the 

of the c.iairned 0 .• 

po1nur1g, fro.n1 the even Ln the 

l1a.d. to r110-~le the arr{J\Al fron:1 a centraJ loc.ation ' ano further rotate and. reduc,e tht: size of the arr(J\7</ 

to trv to teach 

an ar1·0\v po1r1t1nr::~ aY\la:f ft·o_n1 the snoe, ,:vhv r1ot place Jt 1J1 a location other than tl1e toe box~ \.\.r.t)\/ 

not further rotate the arTO\\l so it 1s r~o:ntu\~~: full to the ri~~ht \Vh~'{ not rotate the arTO\V so it poirrts 

aY:<./ay· fron:1 the snoe~ btlt doY:<./D\'\,..ard, V·/1'1y· not t1se a straight a.1 tt}\·~' pointing av-la\/ tro111 the shoe? 



~)T 

i~Jl";UJ LJd dql \'":ft1l"; tu i ~:tJOlS l~ s i l'k\OJ.JH .11::1n,~1 q_JHd s Fl.L ·p~)·:-rtqd ~1q uH·~1 ~1q1 td.0.1-11:_; dql suo111:r:)o I pug 

S/•AOJ.J.l:: JO Sdd;\J SrlOJdUJrn1 ~~)Jt? ~).I;"~lLL_L ·dn '8u.~.;u1od i\~\OJJH p~)A.H1) H ~l\'.\Olft~ .)Srlf S/Y\OJJ\/ .>f)l?[fI 'l\[ruu ~~r 

-~):1u~1.r~~-F~Li ~1q.i .f~)_qn l~p.n~1.1i~ pp·10A,, p~l~1nict11 .ro p;1Aou1~1J q:J~tjl\:\ "u/~''..Op f1tH1tnod tx\O.J.JH uu sA,,oqs 

J~)tp_Jflf Hp:l"H I>\I ·p~1l\.0 lU~)J ~)q is n f lOUUltJ lU~) lU~)I~) P-~-~lH.If]~)lUl S !Il~L • jHp~)d ~)qi oi iu~)lU~1I~) P-~-~<.i\n~1s -i 
.;.c,..__L,·;-:, 

JH1l1~);pu~)(1.J~)d p~)ll';J1)~~1ltq. UH ST dJ~)lp. 'gp~:::HJ,\f Uf u~i~_-s~)p ·~11:qpp,H:) ~)tn oi siu~)lU~)[~) jH.Ji-]~))U~_-~).JH ~)S~)l{l 

Sl~ 1np~)d. JO put:I Jll~)J.t~JJf p H Olti~ p:?p~)d ~)l{.) pu;~rJX~) pun S/v\OJ.rl~ ~)tp. ,,\l~/\\H ;1.:-rt?l .1srd' .iouul?) J~)U.TlU"t?x·~=i 

~)l{J, • ~-\poq .rno/{ "tUO~U-J;)tjlJt:J .JO J~)SOlJ 
' 

f)~)i\.OUJ ~)q lJH:) uorin~od s' [Hp~)d ~1q.i /i\.Otj S;\\OUS 
' 

)Hf{-l N\0.f.JH 

Jl}i}!J plil~ A\0.I.JH l+-~-~ [ H lrJ!,:Y\ jHp~)d ~))fHJq JO ~)jl.10.Jlp H Sl-AOU-S 
' 

':}HII1l)H:) 'uost1udtuoJ UJ ·1JO ·9uJ.~-~I~),:1.~-~p 

~)fiH.JflOJU~) Ol AH.:\\l"; p~~1ltq.od A\OJ.JH lJH tH~td, rtrp~1d U01ll!J~) [~1~)JH liH ~)}tt1isn1p 01 ~)~ip~)1_l~H)lr>j J ;~)tH JO 

tHit?~)J ~)q_i tJ~.111~-A\ ~l::.,.Y\ lT Jl::l{) p;111o{l1nd J;1up.u.ux·:~1 dtp. \1JrlSOf)S~p s JllHH~)dd.\l ~)tp u10JJ tlO~lHtUJt~JU.T 

Aun lJH~)j!"? .iou p;p .{~~r.r-i .rt::l.jl ~gU~lH)S p UH S~l~) U~)J~~.J~)J 1\JHDlJO·J~)S 
' 

pun t\JHtutrd ~)tp 
,---, 
?TU n1 ;cp1rtJ~; l .. tl 

-.J~)doJd si uo1+Jruis110,:1.~-~J :--~-~Jr1scq,:1s1p s '.:.iuun~)dd\i ~)tp 1uct~t p~)lJH~1tg ~)iip~)li\'.\CH.l}l ~)prq,:1u~ .iou 

op ptiH \)pHlU SHf'i'~ uon1J~)_:"\.l,q p~1uJ;1::r~1 ~)tn ~)lU9 ~~1q1 TH !E-1S A . .JHtqp.10 JO 1~1l't~1! ~)l{l u;ql!f'i'~ ~)i?p~)Fy\0tL)1 

dlp. ;\jllO ;1sn l\~)l{) .Jf )l~q_i S~).}t?lS J~)U~U1l:?Xti ~)l{) c"J~~1/•A~U\/ ~)l{) _JO 01 ~1'.t~l?d U.() -~}:JU.H.fl~;1ddt? ;1U,il::~ ;1q_t 

l,F)n~~l er] uo~.rt::A;;otu ou s; ~1.r~~r.r-i pur: S;)·JU~).f~)I~)J ,, A.rnpuo:1~~s pun AJHCULid ~)tp ~~u~qu10:1 er] uo~.rt::A;)Ol,U 

ou sr ~~ c•r: LL uiirs~)p p~1tu;HIJ ~)tp oi ~)JHdtuoJ 01 uiJ~s~)p l~ JO uorss.~-~Jdtur rqi~~spu~q u ~)lH~11:J <.}J 

s~1~)UdJ~)J~).J A~xuptH)·~1ds ptiH l\JH1.u1Jd ~)q) J.O suo qJod p~)l~1d F)S i~p:.1;ss !l-lJJ~1dtui sHq .J~)tqtut~x·~i ~1tt_L 

~.}I~il~Spll~lf ;J}(l ~§SilU,J~lti I1if 

JO ~llt!Jft:)!PII! IJHIJ ~~·t11t.1-s.1~)~)u11; ~~)I(lltlJ!l~~1.1[Iun. ~1"'it~ suorJ1J11;t1tuo~) l-lJsoilo"'it'! ~Jitt ~(l 

'SJH~)ddn ut1~s~1p p~1tu~HF> ~~r.r-i u1 N\O.f.JH 

~1qi Sl~ JH~)ddH ()'J ~1IiilJH U?:~l.J~)':) l~ 01 p~}Jl:?10.J \1ZlS tHH'JJ-~-~~J H JO 'uo9HJOI lJ~HlJ~1~J H lil .:\\OJ.IH S1lrJ ~1-:JHjd 

oi iq:t1~spti!.t; ~1iq;ss1tttJ~H.ftu;30 ldl\~)I ~~1u1os ST ~).J~)q) lHtH siJod.dr1s Jdql.Jrtt ~)oqs H tUOJJ i~'HAtH fiu;1-1J!Od 

:'\'\O.Lrl~ u1~ .:\'\Oqs o; ~):)ud1~1J~)J l\.n::r:n10)~1s t? ~111~xisnn.~ pp-KlJ ~)lJO N\Ol{ JO s~)~lfI~q;ssod snoJ~)tunu. ~)l{J. 



particular location as a secondary elernent to a.n o,.,.-erarc.l'unr~ desigr1. It 1s in1pern1issible hindsight 

to ' on1y take a part of an integral tron1 a t1.es1g~n, to take this 0th.er key 

a spec.Lfic 1001z-to achieve si_ntUari(y \,\.r(th the claJrned desig:n, l'here is r10 cited refe~renc.e teachinf~ 

this 
~ ,. , 

co11'1t:1nat1on or ... ,; 

1\..H.JhU 1 n or1e of' ort1.1nary skill to created this spec.itlc 

f<)rn1s the shapf..:? t:.xa,rniner has c.Iear1y ' lJS(:Cl 1 rn pf..:rrn i ssi bi e ~~leaned 

1nforrnatior1 fron:1 the c.]a,i111ed desi[:;n to rec,reate sor11ethin~1 sin1ilar but still not tl1e· sarne as tl1e· 

In its i)r1ncipal f5rieJ~ i\ppeUa.nt tttkes the pos1non that J\:'lazd.a. i'1as a distinct pedal \vhich 

lir1e underneath the pedal does not disqualif~/ fvla.zda as a pr1_n1ary reterenCf\ t)ecause i11dicia 

arotn1<.1 or \Vithin the desir~r1s seer1 rn prior art do not nec.essa.rUy d.iscotn1t the prior a.rt a.s appiicab1f..: 

appearance of the pedal f~:.:at1-1re frorn fvlazda. 
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Every ground of rejection set forth in the Office action dated February 22, 2023 from 

which the appeal is taken is being maintained by the examiner except for the grounds of rejection 

(if any) listed under the subheading "WITHDRAWN REJECTIONS." New grounds of rejection 

(if any) are provided under the subheading "NEW GROUNDS OF REJECTION." 

(2) Restatement of Rejection 

The following ground(s) ofrejection are applicable to the appealed claims. 

Claim Rejections -35 U.S.C. § 103 

The claim is rejected under 3 5 U. S.C. 103 as beingunpatentable over "Cadillac Escalade: 

Adjustable Throttle and Brake Pedal," published on or about October 30, 2020 (hereinafter 

Cadillac) and "Mazda 6 Owner's Manual: Electric Parking Brake," published on or a bout 

December 18, 2016 (hereinafter Mazda) in view of the "iStock Black Arrows," first available 

October 7, 2018 (hereinafter Black Arrows). 

(3) Response to Argument 

As set forth in the appeal brief, Appellant argues the claimed design is paten table over 

Cadillac and Mazda in view of Black Arrows due to differences between the cited references and 

the claimed design. 
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Appellant argues Cadillac and Mazda have substantial ornamental features which 
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distinguishes their overall visual impression from that of the claimed design, noting the relatively 

thick line extending around 25% of the heel of the sole, the intended appearance of the heel on 

the bottom right side, mirrored in the toe side of the shoe, and the angle, length, shape and 

location of the start and end points of the arrow. (Appeal Brief, 9) Appellant also argues the 

Examiner failed to discern the correct visual impression of the claimed design as a who le such 

that the primary references omit key characteristics. Mainly, Cadillac does not differentiate the 

angle, relative placement, curvature and relative size compared to other design features of the 

arrow and Mazda fails to describe the directional orientations of the arrows, the heel and relative 

size of the arrow and the absence of an intersecting line in the pedal. (Appeal Brief, 10) 

Furthermore, Appellant argues the characterization of the claimed design and the cited references 

fails to acknowledge that these differences are not minor but arise from different design purposes 

and result in different design appearances due to their operation as graphical user interfaces. 

(Appeal Brief, 10) 

Claimed Design Cadillac Mazda 

-
The general appearance of the claimed design disclosed when compared with the 

disclosed design in Cadillac, has basically the same design characteristics. Both disclose a design 

consisting of a landscape-oriented, rectangular graphical user interface containing a similar 

shaped shoe, a rightward pointing arrow, and a thick line of similar weight with a similar size 
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gap in between the shoe and a thick line stylization of a pedal. Both shoe icons have a rounded 

toe with a slight indentation to indicate the sole, the same instep, an angled heel, similar 

curvature to the mid sole, similar curvature of the topline and the same curve from toe to the top 

of the shoe. Thus, taken as a whole, Cadillac is a valid primary reference that has basically the 

same design characteristics and an appearance that is substantially the same as the claimed 

design. MPEP § 1504.03 (II), In re Rosen, 673 F.2d 388,391,213 USPQ 347, 350(CCPA 

1982), In re Harvey, 12 F.3d 1061, 29 USPQ2d 1206 (Fed. Cir. 1993). 

The Appellant points out the sty led pedal in the primary reference does not extend around 

25 % of the heel of the sole but that is an obvious modification. One skilled in the art would not 

miss the teaching of Mazda, the second primary reference, to extend the sty led pedal in Cadillac. 

Moreover, the heel and toe box indentation the Appellant views as a major design 

characteristic in the claimed design are so minor that these features get lost visually when the 

claimed design is viewed as a whole and therefore are not significant enough to create patentable 

distinction. 

Therefore, the slight difference in the heel and toe box curvature and gradient shading for 

contrast in appearance is de minimis in nature and unrelated to overall aesthetic appearance of 

design. "De minimis changes which would be well within the skill of an ordinary designer in the 

art do not create a patentably distinct design." In re Carter, 673 F2d 1378, 213 USPQ 625 

(CCPA 1982). 

Therefore, in a comparison of the prior art with the claim, the claimed design is 

interpreted to be directed to a shoe icon over a stylized pedal and a rightward pointing arrow. 

Cadillac discloses what is claimed, namely a shoe icon of similar appearance, a stylized pedal, 

and a rightward pointing arrow. The examiner identifies Cadillac as a proper primary reference 



Application/Control Number: 29n98,750 
Art Unit: 2913 

Page 6 

because it is a reference showing design characteristics and appearance which are basically the 

same as the claimed design. 

Additionally, this argument is found unpersuasive because Mazda is a proper second 

primary reference which also shows design characteristics which are basically the same as the 

claimed design. The general appearance of the claimed design disclosed when compared with the 

disclosed design in Mazda has basically the same design characteristics. Both disclose a design 

consisting of a similar shaped shoe, an arrow placed over the toe portion of the shoe, and a thick 

line of similar weight that reaches under the heel of the shoe with a similar size gap in between 

the shoe and the thick line. Both shoe icons have a rounded toe with a slight indentation to 

indicate the sole, the same instep, an angled heel, similar curvature to the midsole, similar 

curvature of the topline and the same curve from toe to the top of the shoe. The presence of an 

intersecting line underneath the pedal does not disqualify Mazda as a primary reference, because 

indicia around or within the designs seen in prior art do not necessarily discount the prior art as 

applicable references. When a design exists within the environment of other design features, 

there may be no reason for that selected portion to exist or be shown independently. The mere 

selection of the scope of a claim is not in itself an inventive trait of a design, and does not 

discount prior art which makes no such selection. (Final Rej. 6-7) Meaning, determining novelty 

and non-obviousness calls for considering whether a design that looks like the claim was already 

in existence, whether in isolation or within environment. Without the liberty to make that 

consideration, the peculiarity of the selection, per se, becomes the novelty of the design. With a 

design that exists around or within other designed environment, there may be no reason for that 

particular design to exist independently in the prior art. This does not imply that it is not in itself, 

a design. Therefore, requiring the prior art to show a design in existence in isolation cannot be 
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the standard for evaluating designs understood to exist within other designed environment, as 

with the instant claim. Thus, Mazda is a valid primary reference that has basically the same 

design characteristics and an appearance that is substantially the same as the claimed design. 

Mazda is not applied in its entirety and there is no need to teach removal of the elements as they 

are not applied as or required to be part of the rejection. 

Mazda teaches extending the pedal in Cadillac below the heel of the shoe, and moving 

the rightward arrow pointing away from the shoe above the shoe's toe box. "It would have been 

obvious to modify Cadillac by elongating the pedal and placing the arrow above the toe box of 

the shoe ... and rounding it, as taught by Black Arrows." (Final Rej. 4) Cadillac already shows 

the rightward arrow pointing away from the shoe so when placed above the toe box, the arrow 

would still be pointing away similarly to the claimed design. 

Claimed Design 

Mazda as Applied to Cadillac 

Teaching to extend the pedal to 
the heel and the arrow over the 
toe box. 

Cadillac 

Back Arrow 

Mazda 

Black Arrow as applied to 
Mazda as Applied to 
Cadillac 

* 
~ 

Replacing the arrow in 
Cadillac which is now over 
the toe box with Back Arrow 
with is sli tl curved. 
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Mazda already shows a shoe, a stylized pedal that extends to the heel and an arrow above 

the toe box. Cadillac also shows having a straight arrow pointing away from the shoe. (Final Rej. 

8) Therefore, "It would have been obvious to modify Mazda ... by using the shoe icon seen in 

Cadillac, and by pointing the arrow away and rounding it, as taught by Black Arrows" (Final 

Rej. 4 ). The direction of the arrow, pointing away from the shoe, is additionally reinforced by the 

arrow pointing away from the shoe in Cadillac. 

Claimed Design 

Cadillac as Applied to Mazda 

Teaching the shape of the shoe 
as shown in Cadillac. 

Mazda 

Back Arrow 

Cadillac 

Black Arrow as applied to Mazda 
as Applied to Cadillac 

Teaching the arrow away from the 
shoe box and curved. 

Appellant further argues the primary references do not take into account that the 

remaining differences are not minor but arise from design purposes and a designer of ordinary 

skill would not be motivated to combine the references. 
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MPEP § 1504.0 l(I)(B) states, "Computer-generated icons, such as full screen displays 

and individual icons, are 2-dimensional images which are alone surface ornamentation. See, e.g., 

Ex parte Strijland, 26 USPQ2d 1259 (Bd. Pat. App. & Int. 1992) (computer-generated icon alone 

is merely surface ornamentation)." 

The function of a graphical user interface or icon has no bearing on the scope of 

applicable prior art under In re Glavas, 230 F.2d 447 (CCPA 1956), which held that, "[a] design, 

from the standpoint of patentability, has no utility other than its ornamental appearance," and that 

the obviousness inquiry thus involves appearances, and not uses. That the cited primary 

references' appearance are for a graphical display or icon is sufficient in this case for them to be 

considered applicable to the present graphical user interface design. 

The long-standing test for properly combining references has been" ... whether they are 

so related that the appearance of certain ornamental features in one would suggest the application 

of those features to the other." See In re Glavas, 230 F.2d 447,450, 109 USPQ 50, 52 (CCPA 

1956). Cadillac and Mazda, as graphical user interfaces or icons that show angled lines, shoes, 

and arrows, are so related to suggest the application of features, in one to the other, to one with 

ordinary skill in the art. 

Validity of the Secondary Reference 

In arguing that prior art must be considered in its entirety, Appellant further argues that 

Black Arrows is a flawed secondary reference because it does not teach the same appearance as 

the claimed design and a combination of the primary and secondary references would not result 

in the claimed design. Appellant then argues that the obviousness of the proposed modifications 

are not supported because the secondary reference, Black Arrow, does not teach the same 
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appearance as the claimed design and there is no motivation to combine the applied reference 

without using impermissible hindsight. (Appeal Brief 14-15) Appellant's arguments indicating 

that Black Arrows is not a valid secondary reference is not persuasive. 

In response to Appellant's argument that the examiner's conclusion of obviousness is 

based upon improper hindsight reasoning, it must be recognized that any judgment on 

obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 

long as it takes into account only knowledge which was within the level of ordinary skill at the 

time the claimed invention was made, and does not include knowledge gleaned only from the 

Appellant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 

170 USPQ 209 (CCPA 1971). 

Additionally, the Appellant argues the rejection improperly selects and applies a feature 

of the alleged secondary reference to the alleged primary reference, which suggests 

impermissible hindsight. Specifically, the rejection employs Black Arrows to teach the 

directional orientation of the arrow of the claimed design, i.e., an arrow pointing away from the 

shoe, a feature which applicant argues should be present in the purported primary references. 

(Appeal Brief 16) However this is not so, as stated prior, the primary reference Cadillac already 

shows an arrow pointing away from the shoe while Mazda already shows having an arrow above 

the toe box of the shoe. Black Arrow only teaches the arrow above the toe box having a slight 

curvature. 
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to Cadillac 

Cadillac as 
Applied to 

Mazda 

Black 
Arrows 
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Black Arrows as 
applied to the 
two Primary 
References 

Examiner's Final Rendering of Primary References and Secondary Reference 

One with ordinary skill in the art would not fail to recognize the Black Arrows' teaching 

of a rounded arrow pointing up and to the right, and varying the degree of curvature. 

Appellant holds there would be no teaching, suggestion or motivation to combine 

references because the references are purpose designed to have their specific appearance, and 

Black Arrows is not "so related" in purpose or appearance as the Examiner suggests simply 

because it is an ornamentation for a display screen. Appropriateness of a secondary reference 

should be determined by considering purpose and appearance, whereas the Examiner's selection 

of this arrow element is simply based on impermissible hindsight trying to recreate the claimed 

design. (Appeal Brief 16) Black Arrow is so related to the primary references because all 
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three show arrow icons and are graphical user interfaces. Again, the function of a graphical user 

interface or icon has no bearing on the scope of applicable prior art under In re Glavas. The 

purpose of a graphical user interface or icon is that of surface ornamentation, and as such, the 

combination of primary and secondary references is proper. 

Combination of Cadillac and Mazda with Black Arrow is Proper 

Appellant argues the combination of Cadillac and Mazda with Black Arrow relies on 

impermissible hindsight, because of the omission of the design features cited by Appellant would 

only be done in view of the claim. (Appeal Brief, 15-16) The examiner respectfully disagrees 

that impermissible hindsight was used. 

In this case, the claimed design and the prior art in the respective entireties were 

considered by the examiner and found to be so related as graphical user interfaces showing a 

shoe with a stylized pedal and arrows. When viewed as a whole, the additional elements 

disclosed in the prior art reference features do not hide the more specific information offered or 

distract one from being inspired by specific information present in the cited references. It would 

be within the level of ordinary skill in the art at the time the claimed invention was made to 

identify the teachings of Cadillac, Mazda and Black Arrows and to apply the teaching of Black 

Arrows to Cadillac and Mazda to arrive at the claimed design without knowledge of Appellant's 

disclosure. 

Accordingly, it remains the position of the Examiner that the claimed design is 

unpatentable over the Cadillac and Mazda references in view of Black Arrows reference. 
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(4) Conclusion of the Examiner's Answer 

For the above reasons, it is believed that the rejections should be sustained. 

Respectfully submitted, 

/A.M.V./ 
Examiner, ArtUnit2913 

Conferees: 

/RACHEL A. VOORHIES/ 
Primary Examiner, Art Unit 2923 

/SHANNON W MORGAN/ 
Supervisory Patent Examiner, Art Unit 2 913 

Page 13 

Requirement to pay appeal forwarding fee. In order to avoid dismissal of the instant appeal in 

any application or ex parte reexamination proceeding, 37 CFR 41.45 requires payment of an 

appeal forwarding fee within the time permitted by 37 CFR 41.45(a), unless appellant had timely 

paid the fee for filing a brief required by 37 CFR 41.20(b) in effect on March 18, 2013. 
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L REAL PARTY IN [NTEIU:ST 

This application has been assigned to Toyota Jidosha Kabushiki Kaisha, a corporation of 

the country of Japan. 

Appellant is aware of no related appeals or interferences. 

3. STATUS OF CLAl:MS 

The sole claim on appeal in this application stands finally rejected as set forth in the 

Examiner's Action of September 14, 2022. An Amendment filed December 13, 2022 was 

acknowledged by the Examiner and the final rejection maintained in her Office action of February 

22, 2023. A clean copy of the clairn on appeal is as follows: " ... the ornamental design for a 

DISPLAY SCREEN OR PORTION THEREOF WITH GRAPHICAL USER INTERFACE as 

shown and described." A copy of the specification and the drawings are attached as an Appendix. 

4. STATUS OF ATVIENDl\'lll:NTS 

The Amendment filed December 13, 2022 was acknmvledged by the Examiner in her 

Office action of February 22, 2023. AH earlier Amendments were entered. 

5. SUMlVIARY OF CLAIMED SUBJECT MATTER 

The claimed design is for a display screen or portion thereof with graphical user interface. 

The sole figure is reproduced below: 
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6. GROUND()]<' REn:cnoN TO 1n: REVlKWED ON APPEAL 

The issue on appeal is whether the claimed design is obvious under 35 lJ.S.C. § 103 over 

the Examiner's prior art citation and rejection, illustrated below. 

Claimed Design 
Examiner's Primary Reference Examiner's Secondary Reference 

Cadillac Black Arrows 

-
Claimed Design 

Examiner's Primary Reference Examiner's Secondary Reference 
Mazda Black Arrows 

-
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7. PROSECUTION HISTORY 

In a final rejection dated Febrnary 22, 2023 ["Fin. Rej ."], the Examiner rejected the claimed 

design as obvious and unpatentable over three cited references: 

The claim is FINALLY rejected under 35 U S.C. 103 as being unpatentable over 
"Cadillac Escalade: Adjustable Throttle and Brake Pedal," published on or about 
October 30, 2020 (herein Cadillac) and "Mazda 6 (hvner's Manual: Electric 
Parking Brake," published on or about December 18, 2016 (herein Mazda) in view 
of the ''iStock Black Arrows," first available October 7, 2018 (herein Black 
Arrows). 

Fin. Rej.. p. 2 

The design of Cadillac has basically the same design characteristics as the claimed 
design, in that both designs disclose a similar shaped shoe, a thick line of similar 
\.veight underneath the shoe, a gap between the shoe and the thick line of sirnilar 
weight, and a rightward pointing arrow to the right of the shoe. 

Fin. Ref, p. 3 

The design of Mazda discloses a design with basically the sarne design 
characteristics as the claim, in that both designs disclose a similar shaped shoe, a 
thick line of similar weight and length underneath the shoe, a gap between the shoe 
and the thick line of sirnilar weight and length, and one arrow arranged above the 
toe portion of the shoe. 

Fin Rej.. p. 3 

Black Arrows shows a rounded arrow pointing away. 

Fin. Rej., p. 3 

It would have been obvious to modify Cadillac by elongating the pedal and placing 
the arrow above the toe box of the shoe, as seen in Mazda, or to modify Mazda by 
using the shoe icon seen in Cadillac, and by pointing the arrow away and rounding 
it, as taught by Black Arrmvs. 

Fin Rej.. p. 4 
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Appellants, in their immediately preceding response filed December 13, 2022, had argued on p. 

5: 

Applicant respectfully submits that the claimed design is not obvious in view of the 
cited art, and that the rejection is improper and should be withdrawn because (1) 
the rejection fails to discern the correct visual impression created by the claimed 
design as a whole, (2) fails to identify a primary reference with basically the same 
design characteristics as the claimed design, and (3) improperly relies on a 
secondary reference to arbitrarily supply characteristics which are fundarnental to 
the claimed design, and the combination of the primary and secondary references 
would not result in the same design as the claimed design. 

On p. 7, Appellants drew attention to Int 'l Seaway Trading Corp. v. Walgreens Corp., 589 
F.3d 1233 (Fed. Cir. 2009) and In re SurgiSi!, 14 F.4th 1380 (Fed. Cir. 2021) noting that 
design use is relevant to prior art for determining "substantial similarity'' for anticipation 
and is also relevant to a designer of ordinary skill for determining "basically the same" 
design characteristics for obviousness, for suggestion or motivation to combine, and to 
whether the designs are "so related" as to be combined in an obviousness rejection. 

On pp. 7-8, Appellants noted that the PTAB has reversed obviousness rejections on 
grounds that the purported prirnary references are not visually similar enough to the 
claimed designs, due to certain differences between the two designs that were deemed 
obvious or patentably indistinct modifications to the examiners. See Er parte Robertus 
C'hristianus E'lisaheth lvfariet and Patrick Jf(4hwnn, Appeal 2019-001901 (September 19, 
2019) (rejection reversed); Ex parte Chicisimo 5'.L., Appeal 2018-004018 (November 21, 
2018) (rejection reversed); Ex parte Tom Thai et al., Appeal 2015-007954 (April 18, 2017) 
(rejection reversed). 

On p. 9, Appellants drew attention to Premier Gems Corp. v. FVing Yee Gems & Jei,relry, 
IPR2016-00434 (July 5, 2016)(institution denied); ,'J'ketchers US4 v. Nike, Inc., IPR2016-
01043 (November 16, 2016)(institution denied); Vanguard Identification ,~ys., inc., v. 
Patent of Bank of Amer. Corp., Appeal 2009-002973 (July 31, 2009) (rejection reversed) 
where the PTAB noted that a secondary reference cannot be used to teach a fundamental 
design characteristic which should be present in the primary reference, and selective use of 
certain design features of secondary references while deliberately ignoring other design 
features just so the claimed design would result indicates that the rejection is based on 
hindsight reconstruction rather than objective teachings of the references. 

In the final rejection, the Examiner rejected the Appellant's argument that the Cadillac 
reference shows a difference in specific positions and direction orientations which would 
result in a different overall appearance form that of the claimed design is not a proper 
primary reference: 
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Both disclose a design consisting of a portrait-oriented, rectangular graphical user 
interface containing a similar shaped shoe, a rightward pointing arrow, and a thick 
line of similar ,veight with a similar size gap in between the shoe and the thick 
line. Thus, taken as a whole, Cadillac is a valid primary reference that has 
basically the same design characteristics and an appearance that is substantially 
the same as the claimed design. 

Fin Rej., p. 6. 

Furthennore, the Examiner rejected the Appellant's argument that the J\fazda reference 
fails to describe the appearance of the pedal and the directional orientation of the arrow 
creating an overall appearance that is different from the claimed design: 

Both disclose a design consisting of a similar shaped shoe, an arrmv placed over 
the toe portion of the shoe, and a thick line of similar weight that reaches under 
the heel of the shoe with a similar size gap in between the shoe and the thick line. 
The presence of an intersecting line underneath the pedal does not disqualify 
Mazda as a primary reference, because indicia around or \.vi thin the designs seen 
in prior art do not necessarily discount the prior art as applicable references. 
When a design exists within the environment of other design features, there may 
be no reason for that selected portion to exist or be shown independently. The 
mere selection of the scope of a claim is not in itself an inventive trait of a design, 
and does not discount prior art which makes no such selection. 

Fin. Rej., pp. 6-7. 

Finally, the Examiner rejected the Appellant's argument that the proposed modifications 
to the primary references are not supported because the secondary reference, Black .Arrmv, 
does not teach the same appearance as the claimed design and there is no motivation to 
combine the applied reference without using impermissible hindsight. 

Black Arrow is so related to the primary references because all three show arrow 
icons. 

One with ordinary skill in the an would not fail to recognize the Black Arrow's 
teaching of a rounded arrow pointing up and to the right, and varying the degree 
of curvature. As the primary and secondary references are so related due to all 
being ornamentation for display screens, it ,vould be obvious to one ,vith ordinary 
skill in the art to apply the teachings of the secondary reference to the 
combination of Cadillac and Mazda. 

Fin. Re_j., pp. 7-9. 

In response to the final rejection, this Appeal \Vas filed. 
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8. ARGUMlINT 

Appellants respectfully submit that the rejection on appeal alleging that the claimed design 

is unpatentable as obvious over the Examiner cited references is critically flawed and reversal is 

respectfully requested. The Exarniner's visual impression of the claimed design is incomplete and 

stops with some basically similarities to the purported primary references. The primary references 

are improper and do not possess basically the same design characteristics as the claimed design. 

The secondary reference is likewise improper as it does not teach the same appearance as the 

claimed design and its combination with the prirnary references would not result in the same design 

as the claimed design. 

A. Design Patent Obviousness 

For design patents, the obviousness inquiry consists of two steps, the first of which itself 

is a t\.vo-part inquiry. Apple, inc. v. 5'amsung Elecs. Co., 678 F.3d 1314, 1329 (Fed. Cir. 2012). 

First, in order to reject a design under 35 lJ.S.C. § l 03(a), an Examiner must (1) discern the correct 

visual impression created by the claimed design as a whole; and (2) identify a single reference that 

creates "basically the same" visual impression. High Point Design LLC v. Buyers Direct, Inc., 730 

F.3d 1301, 1311-12 (Fed. Cir. 2013), quoting Durling v. Spectrum Fzmliture Co., 101 F.3d 100, 

l 03 (Fed. Cir. 1996). Regarding the second part of this first step, an Examiner must not only 

identify a single reference that creates "basically the same" visual impression as the claimed 

design, but al so undergo an extensive analysis of the "distinctive 'visual appearances"' of the two 

designs. Apple, 678 F.3d at 1332. 

Once a proper primary reference is found, secondary references may be used to modify it to 

create a design that has the same overall visual appearance as the claimed design, provided that 
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such modifications do not destroy the fundamental characteristics of the primary reference. In re 

Rosen, 673 F.2d 388, 391 (CCPA 1982). See also Durling, 101 F.3d at 103-!04; Apple. 678 F.3d 

at 1329; High Point Design, 730 F.3d at 1311; lvfRC innovations, Inc. v. Hunter lvl.fg., LIP, 747 

F.3d 1326, 1331 (Fed. Cir. 2014). A finding of obviousness cannot be based on selecting features 

from the prior art and assembling them to form an article similar in appearance to the claimed 

design. In re Jennings, 182 F.2d 207,208 (CCPA 1950), (the claimed design ''must be compared 

with something in existence, not with something that might be brought into existence by selecting 

individual features frorn prior art and combining them") See L.A. Gear, Inc. v. 7hom 1vfcAn Shoe 

-~ 988 J:'·..,d 11 1'"' 110 4 'l:" l {T 199...,) J (' H (-,h 81..., J:'·..,d ~,3 "8•') (J:' d Company,,· r' . ..:.. 11 1, 1.:., lJ"ec . .ir .. ,; nre,)ung!vam j o, .,r' . ..:.. .)1.,.,"" r'e. 

C,. I 087). ,JI. !_. . 

B. The Examiner Has Failed to Discern the Correct Visual bnpression of the 
Claimed Design. 

Appellants respectfully submit that the Exarniner has an incomplete visual impression of 

the claimed design, stopping with some basically similarities to the t\.vo cited primary references. 

More particularly, Applicant notes that the Examiner fails to appreciate and neither the cited 

references nor their combination teach the individual elements or overall appearance of the claimed 

design, including its relatively thick line extending around 25% of the heel of the sole, the indented 

appearance of the heel on the bottom right side, mirrored in the toe side of the shoe, and the angle, 

length, shape and location of the start and end points of the arrow. 

The Examiner compares the claimed design and Cadillac as graphical user interfaces 

wherein "Both disclose a design consisting of a portrait-oriented, rectangular graphical user 

interface containing a similar shaped shoe, a rightward pointing arrow, and a thick line of similar 

weight with a similar size gap in bet\veen the shoe and the thick line." (Fin. Rej.. p.6). Similarly, 
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the rejection provides an abstract and incomplete comparison of the claimed design to Mazda, 

describing the designs as graphical user interfaces wherein "Both disclose a design consisting of a 

similar shaped shoe, an arrow placed over the toe portion of the shoe, and a thick line of similar 

weight that reaches under the heel of the shoe with a similar size gap in between the shoe and the 

thick line." (Fin. Rej., p.6). 

In this abbreviated characterization, the rejection fails to discern the correct visual 

impression of the claimed design as a whole, omitting characteristic features absent from the 

purported primary references. For example, the comparison of the claimed design to Cadillac does 

not differentiate the angle, relative placement, curvature and relative size compared to other design 

features of the arrow. The comparison of the claimed design to Nfazda fails to describe the 

directional orientations of the arrows, in that the two designs depict the arrows in opposite 

directions. Furthermore, the Mazda comparison fails to show the differentiation in the heel and 

relative size of the arrow compared to other design features and the absence of an intersecting line 

in the pedal. The Examiner notes that the lack of the intersecting line does not disqualify Mazda 

as a p1imary reference as "when a design exists within the environment of other design features, 

there may be no reason for that selected portion to exist or be shown independently." (Fin. Rej., p. 

7.) In doing so the Examiner is not just picking and choosing what elements of a design to compare, 

but is choosing to remove portions of connected lines and features when its presence or absence 

as in this case substantially changes the appearance of the design. These details are not de minimis, 

rather they are integral to the appearance of the designs in view of their operation as graphical user 

interfaces. The characterization of the claimed design and the cited references fails to acknowledge 

that these differences are not minor but arise from different design purposes and result in different 

design appearances. 
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Claimed Design 

-
Claimed Design 

-

Examiner's Primary Reference 
Cadillac 

Examiner's Primary Reference 
Mazda 

Examiner's Secondary Reference 
Black Arrows 

Examiner's Secondary Reference 
Black Arrows 

C. The Examiner Has Ii'ailed to Identify a Primary Reference \Vith Basically the 
Same Design Characteristics as the Claimed Design. 

In recent decisions regarding graphical user interface designs, Appellant notes that the PTAH 

has reversed obviousness rejections on grounds that the purported primary references are not 

visually similar enough to the claimed designs, due to certain differences between the two designs 

that \Vere deemed obvious or patentably indistinct modifications to the examiners. See Ex parte 

Rohertus Christianus Elisabeth }vlariet and Patrick Hofmann, Appeal 2019-001901 (September 

19, 2019) (rejection reversed); Ex parte Chicisimo SL, Appeal 2018-004018 (November 21, 

2018) (rejection reversed); Ex parte Tom 17-wi et al., Appeal 2015-007954 (April 18, 2017) 

(rejection reversed) Although these decisions are not precedential, they offer recent indications 
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of how the Board reviews obviousness rejections, and are examples of the relatively high bar for 

identifying a primary reference, which is not met in this case. Further examples of recently 

reversed rejections include: 

Decision Claimed Design 

Ex pane ,S'a.muel Howard 

Bebbington et al. 

Appeal 2020-0045 l 8 

E);; parte Steve Rura et al. 

Appeal 2020-006017 

Ex parte Rebecca Noble et al. 

Appeal 2020-006030 • A 
PUPPET 

Ex pa rte Rebecca Noble et al. 

Appeal 2021-002247 
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Although these decisions are not precedential, collectively they illustrate the stringency of 

identifying a true primary reference with design characteristics which are basically the same as the 

clairned design, ,vhich the Examiner has not met in this case. 

Quoted above, the instant rejection provides a comparison of the claimed design to Cadillac 

and Mazda, the alleged primary references. These comparisons fail to mention visually significant 

characteristics of the claimed design. 

More specifically, first, regarding alleged pmnary reference Cadillac, it shmvs straight 

arrows pointed to the left and right at the left and right sides of the user interface, and importantly, 

no curved arrow leading away from the shoe toe. The representation of the pedal is substantially 

less long. The shoe toe and heel portions of Cadillac are different than in the claimed design. All 

elements of Cadillac have an outline within which there is gradient shading, with the outer 

appearing darker, fading lighter toward the center, distinguishing the elements from the, shaded 

light background, whereas all design elements of the claimed design are shaded uniformly light in 

contrast to a dark background. 

Claimed Design Cadi!lac 

-
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Second, regarding alleged primary reference Mazda, it shows a straight arrow pointing 

downward into the shoe toe. The line below the shoe does not extend as far as the line below the 

shoe in the claimed design and moreover, Mazda shows a pe11Jendicular lower line opposite the 

arrow pointing down toward the shoe toe. The shoe toe and heel portions of Mazda are different 

than in the claimed design. All elements of Mazda are solid black on a \.vhite background, whereas 

all design elements of the claimed design are shaded uniformly light in contrast to a dark 

background. 

Claimed Design Mazda 

The selection of Cadillac or Mazda as pnmary references is improperly based upon 

understanding of the claimed design which is improperly general and conceptual and without 

regard to the particular purpose and appearances of the designs. Each of the claimed designs' major 

design elements is distinguishable from the cited art and cannot be considered de minimis. For 

example, the Board noted that "minor points of difference [ ... ] can play a greater role in 

differentiating simple designs" when considering the visual differences between a square and a 

rectangle (see Appeal 2018-001766, decided December 19, 2019 (ApplicationNo. 29/443,590)). 

D. The Examiner Has :Failed to Identify a Secondary Reference to Teach the 
Sarne Appearance of the Claimed Design. 

The rejection improperly relies on a secondary reference ---Black Arrmvs -- to teach a 

fundamental design characteristic of the claimed design. Reliance on this secondary reference is 



also fla\sved because it does not teach the same appearance as the claimed design, and a 

combination of the primary and secondary references would not result in the same design as the 

claimed design. 

First, Appellant notes that the PT AB has recently noted that a secondary reference cannot be 

used to teach a fundamental design characteristic which should be present in the primary reference, 

and selective use of certain design features of secondary references ,vhile deliberately ignoring 

other design features just so the claimed design would result indicates that the rejection is based 

on hindsight reconstruction rather than objective teachings of the references. See Premier Gems 

C011J. v. Wing Yee Gems c~ Jewelry, IPR 2016-00434 (July 5, 2016)(institution denied); Sketchers 

U5'.4 v. Nike, Inc., IPR 2016-01043 (November 16, 2016)(institution denied); Vanguard 

ldentdication "~ys., Inc., v. Patent of Bank ofAmer. Corp., Appeal 2009-002973 (July 31, 2009) 

(rejection reversed) Although these decisions are not precedential, they offer recent indications 

of how the Board reviews obviousness rejections. 

The Examiner improperly concluded that Black arrmv is so related to the primary references 

because all three show arrow icons (Fin. Rej., p. 8). Such an understanding of the relation betvveen 

primary and secondary references would lead to the understanding that any reference that includes 

a basic shape, could preclude the validity of a claimed design that also illustrates that basic shape. 

As evidenced by such designs as D956, 100 and D969,860, among countless others, the placement, 

relative size, relative proportion of the design and inclusion of other elements of a basic shape 

which affi.~cts the overall visual impression would not be precluded frorn patentability due to the 

presence of an unrelated reference. 



D956,100 D969,860 

----

A 

• ao 
·---·-------------------------

In this case, the rejection improperly selects and applies a feature of the alleged secondary 

reference to the alleged primary reference, which suggests impermissible hindsight. Specifically, 

the rejection employs Black Arrmvs to teach the directional orientation of the arrow of the claimed 

design, i.e., an arrow pointing away from the shoe, a feature which should be present in the 

purported primary references. Black Arrow discloses an arrnw in a direction that would be contrary 

to the design and motivation of the primary references. Introduction of Black Arrow into Mazda 

and Cadillac ,vould improperly and substantially modify or defeat their intended use. 

Even if it were proper to incorporate the features of Black Arrows, the pu11Jorted secondary 

reference, into Cadillac or Mazda, the purported primary references, the resulting design would 

still not be substantially the same as the claimed design, with substantial differences in appearance 

between major elements such as the arrow above the shoe, the details of the shoe, and the line 

elements. 

There is no teaching, suggestion or motivation to combine references because the refi.~rences 

are purpose designed to have their specific appearance, and Black Arrows is not ''so related" in 

purpose or appearance as the Examiner suggests simply because it is an ornamentation for a display 

screen. Approp1iateness of a secondary reference should be determined by considering purpose 

and appearance, whereas the Exarniner's selection of this arrow element is simply based on 

impermissible hindsight trying to recreate the claimed design. Moreover, even upon combination, 
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there remain substantial differences that present the resulting design from appearing substantially 

the same as the claimed design. 

Claime-d Design 

-
9. CONCLUSION 

Hypothetical d~sign 
cadmac + Black Arrow 

(~~, 
··\~) 

In view of the evidence and arguments presented above, the Examiner's final rejection of 

the claimed design under 35 U S.C. 103 nmst be reversed. 
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The response filed December 13, 2022 is acknowledged and has been entered. The 

amendment to the specification overcomes the rejection under 35 U.S.C. 171, and the rejection is 

withdrawn. 

The merits of the case have been carefully examined again in light of applicant's 

response. The arguments against the rejection under 35 U.S.C. 103 have been carefully 

considered but are not persuasive. Therefore, the rejection under 35 U.S.C. 103 is set forth again 

and made FINAL. Accordingly, THIS ACTION IS MADE FINAL. 

Rejection under 35 U.S.C. 103 

The claim is FINALLY rejected under 35 U.S.C. 103 as being unpatentable over 

"Cadillac Escalade: Adjustable Throttle and Brake Pedal," published on or about October 30, 

2020 (herein Cadillac) and "Mazda 6 Owner's Manual: Electric Parking Brake," published on or 

about December 18, 2016 (herein Mazda) in view of the "iStock Black Arrows," first available 

October 7, 2018 (herein Black Arrows). 

Although the invention is not identically disclosed or described as set forth in 35 U.S.C. 

102, if the differences between the claimed invention and the prior art are such that the claimed 

invention as a whole would have been obvious before the effective filing date of the claimed 

invention to a designer having ordinary skill in the art to which the claimed invention pertains, 

the invention is not patentable. 
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A designer may point out and claim a design within the environment of a larger design. 

In this scenario, determining novelty and non-obviousness calls for considering whether a design 

that looks like the claim was already in existence, whether in isolation or within environment. 

Without the liberty to make that consideration, the peculiarity of the selection, per se, becomes 

the novelty of the design. With a design that exists around or within other designed environment, 

there may be no reason for that particular design to exist independently in the prior art. This does 

not imply that it is not in itself, a design. Therefore, requiring the prior art to show a design in 

existence in isolation cannot be the standard for evaluating designs understood to exist within 

other designed environment, as with the instant claim. 

The design of Cadillac has basically the same design characteristics as the claimed 

design, in that both designs disclose a similar shaped shoe, a thick line of similar weight 

underneath the shoe, a gap between the shoe and the thick line of similar weight, and a rightward 

pointing arrow to the right of the shoe. 

The claimed design is different from the design of Cadillac in that the arrow is curved 

and arranged diagonally above the shoe, and the thick line below the shoe is slightly more 

elongated. 

The design of Mazda discloses a design with basically the same design characteristics as 

the claim, in that both designs disclose a similar shaped shoe, a thick line of similar weight and 

length underneath the shoe, a gap between the shoe and the thick line of similar weight and 

length, and one arrow arranged above the toe portion of the shoe. 

The claimed design is different from the design of Mazda in that the pedal does not have 

an intersecting line and the arrow is slightly curved and points away from the icon. 

Black Arrows shows a rounded arrow pointing away. 
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l\lazda Black Arro\\'S 

It would have been obvious to modify Cadillac by elongating the pedal and placing the 

arrow above the toe box of the shoe, as seen in Mazda, or to modify Mazda by using the shoe 

icon seen in Cadillac, and by pointing the arrow away and rounding it, as taught by Black 

Arrows. 

Any further difference is not significant enough to warrant a patent for the overall 

appearance of the claimed design over the prior art. In re Lapworth, 172 USPQ 129 (CCPA 

1971); In re Lamb, 286 F.2d 610, 128 USPQ 539 (1961). 

This modification of the primary references in light of the secondary reference is proper 

because the applied references are so related that the appearance of features shown in one would 

suggest the application of those features to the other. See In re Rosen, 673 F.2d 388, 213 USPQ 

347 (CCPA 1982); In re Carter, 673 F.2d 1378, 213 USPQ 625 (CCPA 1982), and In re Glavas, 

230 F.2d 447, 109 USPQ 50 (CCPA 1956). 

Cadillac and Mazda are so related in that they are both graphical user interfaces showing 

shoe icons above a thick line indicative of a pedal and an arrow. The secondary reference is so 

related in that it shows a range of arrow icon types. 

Further, it is noted that case law has held that a designer skilled in the art is charged with 

knowledge of the related art; therefore, the combination of old elements, herein, would have 
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The differences between the claimed design and the prior art are such that the claimed 

design as a whole would have been obvious before the effective filing date of the claimed design 

to a person having ordinary skill in the art to which the claimed design pertains. 

Response to Applicant's Arguments 

Applicant argues examiner has failed to discern the correct visual impression of the 

claimed design because there are characteristic features absent from the primary references that 

are the result of different design purposes. Applicant then characterizes Cadillac as being for 

adjusting a throttle or brake pedal and Mazda as demanding brake pedal operation, asserting 

these different uses result in different appearances. 

MPEP § 1504.0l(I)(B) states, "Computer-generated icons, such as full screen displays 

and individual icons, are 2-dimensional images which are alone surface ornamentation. See, 

e.g., Ex parte Strijland, 26 USPQ2d 1259 (Bd. Pat. App. & Int. 1992) (computer-generated icon 

alone is merely surface ornamentation)." 

The function of a GUI or icon has no bearing on the scope of applicable prior art under In 

re Glavas, 230 F.2d 447 (CCPA 1956), which held that, "[a] design, from the standpoint of 

patentability, has no utility other than its ornamental appearance," and that the obviousness 

inquiry thus involves appearances, and not uses. That the cited primary references' appearance 

are for a graphical display or icon is sufficient in this case for them to be considered applicable to 

the present graphical user interface design. 
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Applicant argues Cadillac is not a proper primary reference because of the difference in 

the specific positions and directional orientations of the arrows which would result in a different 

overall appearance from that of the claimed design. When the broadly claimed design disclosed 

as a whole is compared with the disclosed design in Cadillac, the claimed design and the primary 

references have basically the same design characteristics. Both disclose a design consisting of a 

portrait-oriented, rectangular graphical user interface containing a similar shaped shoe, a 

rightward pointing arrow, and a thick line of similar weight with a similar size gap in between 

the shoe and the thick line. Thus, taken as a whole, Cadillac is a valid primary reference that has 

basically the same design characteristics and an appearance that is substantially the same as the 

claimed design. MPEP § 1504.03(D)(II), In re Rosen, 673 F.2d 388,391,213 USPQ 347, 350 

(CCPA 1982), In re Harvey, 12 F.3d 1061, 29 USPQ2d 1206 (Fed. Cir. 1993). 

Applicant further argues Mazda, the second primary reference, is also not a proper 

primary reference because it fails to describe the appearance of the pedal and the directional 

orientation of the arrow creating an overall appearance that is different from the claimed design. 

With this reference as well, when the broadly claimed design disclosed as a whole is compared 

with the disclosed design in Mazda, the claimed design and Mazda have basically the same 

design characteristics. Both disclose a design consisting of a similar shaped shoe, an arrow 

placed over the toe portion of the shoe, and a thick line of similar weight that reaches under the 

heel of the shoe with a similar size gap in between the shoe and the thick line. The presence of an 

intersecting line underneath the pedal does not disqualify Mazda as a primary reference, because 

indicia around or within the designs seen in prior art do not necessarily discount the prior art as 
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applicable references. When a design exists within the environment of other design features, 

there may be no reason for that selected portion to exist or be shown independently. The mere 

selection of the scope of a claim is not in itself an inventive trait of a design, and does not 

discount prior art which makes no such selection. Thus, Mazda is a valid primary reference that 

has basically the same design characteristics and an appearance that is substantially the same as 

the claimed design. 

Applicant again argues the primary references do not take into account that the remaining 

differences are not minor but arise from design purposes and a designer of ordinary skill would 

not be motivated to combine the references. As discussed above, computer-generated icons, such 

as full screen displays and individual icons, are 2-dimensional images which alone are surface 

ornamentation. 

The long-standing test for properly combining references has been " ... whether they are 

so related that the appearance of certain ornamental features in one would suggest the application 

of those features to the other." See In re Glavas, 230 F.2d 447,450, 109 USPQ 50, 52 (CCPA 

1956). Cadillac and Mazda, as graphical user interfaces or icons that show angled lines, shoes, 

and arrows, are so related to suggest the application of features, in one to the other, to one with 

ordinary skill in the art. 

Applicant then argues that the obviousness of the proposed modifications are not 

supported because the secondary reference, Black Arrow, does not teach the same appearance as 

the claimed design and there is no motivation to combine the applied reference without using 

impermissible hindsight. 

In response to applicant's argument that the examiner's conclusion of obviousness is 

based upon improper hindsight reasoning, it must be recognized that any judgment on 
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obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 

long as it takes into account only knowledge which was within the level of ordinary skill at the 

time the claimed invention was made, and does not include knowledge gleaned only from the 

applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 

170 USPQ 209 (CCPA 1971). Black Arrow is so related to the primary references because all 

three show arrow icons. Again, the function of a graphical user interface or icon has no bearing 

on the scope of applicable prior art under In re Glavas. Furthermore, the applicant argues that the 

arrow in the claimed design is straight. As shown below, the arrow in the claimed design is 

slightly curved. Even if the arrow in the claimed design was straight, as claimed by the applicant, 

Mazda shows a straight arrow over the shoe, and Black Arrow teaches pointing that arrow away 

from the shoe. Moreover, Cadillac shows having a straight arrow pointing away from the shoe; 

positioning that arrow over the shoe is taught by Mazda. 

Claimed Design with guides to show 
curvature of the arrow stem. 

Mazda as a lied to Cadillac 

Mazda and Black Arrow as applied to 
Cadillac 
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One with ordinary skill in the art would not fail to recognize the Black Arrow's teaching 

of a rounded arrow pointing up and to the right, and varying the degree of curvature. As the 

primary and secondary references are so related due to all being ornamentation for display 

screens, it would be obvious to one with ordinary skill in the art to apply the teachings of the 

secondary reference to the combination of Cadillac and Mazda. 

Applicant holds there would be no teaching, suggestion or motivation to combine the 

primary references and secondary reference, because the references are designed to have their 

specific appearance due to their purpose. The purpose of a GUI or icon is that of surface 

ornamentation, and as such, the combination of primary and secondary references is proper. 

A patent for a claimed invention may not be obtained if the differences between the 

claimed invention and the prior art are such that the claimed invention as a whole would have 

been obvious before the effective filing date to a person having ordinary skill in the art. The 

applicant's argument is not convincing in overturning the finding of obviousness under this 

standard. The differences between the claimed design and the prior art, as exemplified by the 

direction and placement of the arrow and the length of the thick solid line, are such that the 

claimed invention as a whole would have been obvious before the effective filing date. 

Conclusion 

The claim is again and FINALLY rejected under 35 U.S.C. 103. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 

policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 

MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until after 

the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 

will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR l.136(a) will be calculated from the mailing date of the advisory action. In no event, 

however, will the statutory period for reply expire later than SIX MONTHS from the mailing 

date of this final action. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Ana M. Vine whose telephone number is (571)272-1348. The 

examiner can normally be reached Monday-Thursday, 6 a.m-4 p.m. ET. 

Examiner interviews are available via telephone, in-person, and video conferencing using 

a USPTO supplied web-based collaboration tool. To schedule an interview, applicant is 

encouraged to use the USPTO Automated Interview Request (AIR) at 

http://www.uspto.gov/interviewpractice. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Shannon Morgan can be reached on (571)272-7979. The fax phone number for the 

organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of published or unpublished applications may be 

obtained from Patent Center. Unpublished application information in Patent Center is available 

to registered users. To file and manage patent submissions in Patent Center, visit: 

https://patentcenter.uspto.gov. Visithttps://www.uspto.gov/patents/apply/patent-center for more 

information about Patent Center and https://www.uspto.gov/patents/docx for information about 
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filing in DOCX format. For additional questions, contact the Electronic Business Center (EBC) 

at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 

Representative, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/A.M.V./ 
Examiner, Art Unit 2913 

/RACHEL A. VOORHIES/ 
Primary Examiner, Art Unit 2923 
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Attorney 
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Ana M Vine Unit to File) Status 
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Telephonic 

Applicant and Examiner discussed arguments for the 103 rejection. Applicant indicated the written 
response will include an argument opposing the use of secondary teaching references and requesting 
the examiner consider the purpose of the icon upon reconsideration of the claimed design. No 
agreement on overall patentability was reached. 
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/RACHEL A. VOORHIES/ 
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by the Examiner and the Examiner has indicated that a written summary will be provided. See MPEP 713.04 
Please further see: 
MPEP 713.04 
Title 37 Code of Federal Regulations (CFR) § 1.133 Interviews, paragraph (b) 
37 CFR § 1 .2 Business to be transacted in writing 

Applicant recordation instructions: The formal written reply to the last Office action must include the substance of the 
interview. (See MPEP section 713.04). If a reply to the last Office action has already been filed, applicant is given a 
non-extendable period of the longer of one month or thirty days from this interview date, or the mailing date of this 
interview summary form, whichever is later, to file a statement of the substance of the interview. 

Examiner recordation instructions: Examiners must summarize the substance of any interview of record. A complete 
and proper recordation of the substance of an interview should include the items listed in MPEP 713.04 for complete 
and proper recordation including the identification of the general thrust of each argument or issue discussed, a general 
indication of any other pertinent matters discussed regarding patentability and the general results or outcome of the 
interview, to include an indication as to whether or not agreement was reached on the issues raised. 

U.S. Patent and Trademark Office 
PTOL-413/413b (Rev. Oct. 2019) Interview Summary Paper No. 20221207 



AlV[END~1ENT(S) TO THE SPECIFICATION 

Please amend the specification as indicated belmv, wherein material to be added is 

underlined and material to be deleted appears in strikethrough or double brackets: 

To All 1/Vhom Tt ,May Concern: 

BE IT KNOWN THAT vVE, Xi CHEN and Kohei MOROTOMI, have invented a 

new, original and ornamental design for a DISPLAY SCREEN OR PORTION 

THEREOF \/VITH GRAPHICAL USER INTERFACE of ,vhich the foilovving is a 

specification, reference being had to the accompanying drmvings forming a part hereof. 

Cross-Reference to Related Application 

This application claims priority frorn Japanese Design Application No. 2021--00044t 

filed January l l, 2021, which is expressly incorporated by reference herein. 

~ The sole figure shows a front vievv of a display screen or portion thereof with 
graphical user interface shmving the claimed design. 

The peripheral dashed broken lines illustrate a display or portion thereof, and 

form no part of the claimed design. 
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RElVlARKS 

In the Office action dated September 14, 2022, the Examiner rejected the claim 

under 35 U.S.C §171, alleging that the design is not shown embodied in or applied to 

an article of manufacture. In response, A.pp1icant hereby amends the specification to 

add a descriptive statement to address the Examiner 1 s 35 U.S.C. §171 rejection. This 

arnendrnent presents no issue of nevv 1natter. 

Furthermore, the Examiner rejected the claim under 35 IJ.S.C §103 as 

unpatentable over !!Cadillac Escalade: Adjustable Throttle and Brake Petal" (hereinafter 

11Cadillac") and uMazda 6 Owner 1 s Manual: Electric Parking Brake" (hereinafter 

"Mazda"), in view of "iStock Black Arrows' 1 (hereinafter 11Black Arrov,rs;,). The claimed 

design and the cited designs are reproduced below. 

Claimed Design (GUI) 

-
Cadillac (Purported Primary Reference) Black Arrows (Purported Secondary Reference) 

Mazda (Purported Primary Reference) 

Black Arrows (Purported Secondary Reference) 
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The Applicant would like to thank the Examiners for the telephone interviev,,r of 

December 7, 2022. As discussed in the interview, Applicant respectfully traverses the 

Examiner's rejection per below. 

For design patents, the obviousness inquiry consists of two steps, the first of which 

itself is a two-part inquiry. Apple, Inc. v. Samsung Elecs. Co., 678 F.3d 13'!4, J329 (Fed. 

Cir. 2012). First, in order to reject a design under 35 USC §103(a), an Examiner must 

(1) discern the correct visual impression created by the claimed design as a whole; and 

(2) identify a single reference that creates "basically the same' 1 visual impression. High 

Point Design LLC v. Buyers Direct, Tnc., 730 F.3d 1301, 1311-12 (Fed. Cir. 2013), quoting 

Durling v. Spectrum Furniture Co., 101 F.3d 100, 103 (Fed. Cir. 1996). Regarding the 

second part of this first step, an Examiner must not only identify a single reference that 

creates '1basically the same" visual impression as the daimed design, but also undergo 

an extensive analysis of the "distinctive 'visual appearances'" of the two designs. Apple, 

678 F.3d at 1332. 

Once a proper primary reference is found, secondary references may be used to 

modify it to create a design that has the same overall visual appearance as the claimed 

design, provided that such modifications do not destroy the fundamental characteristics 

of the primary reference. Tn re Rosen, 673 F.2d 388, 391 (CCPA 1982). See also Durling, 

101 F.3d at 103-104,; Apple, 678 F.3d at 1329; High Point Design, 730 F.3d at 1311; 1v1RC 

Innovations, lnc v. Hunter lv1fg., LLP, 71!7 F.3d 1326, 1331 (Fed. Cir. 201£!). A finding of 

obviousness cannot be based on selecting features from the prior art and assembling 
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them to form an artide sirnilar in appearance to the claimed design. ln re Jennings, 182 

F.2d 207, 208 (CCPA 1950), (the daimed design 1'must be compared with something in 

existence, not with something that might be brought into existence by selecting 

individual features from prior art and combining them"). See L.A. Gear, Inc v. Thom 

AicAn Shoe Company, 988 F.2d 1117, 1124 (Fed. Cir. 1993); Tn re Sung Nam Cho, 813 F.2d 

Applicant respectfully subrnits that the daimed design is not obvious in viev,,r of 

the cited art, and that the rejection is improper and should be withdrmvn because (1) 

the rejection fails to discern the correct visual impression created by the claimed design 

as a whole, (2) fails to identify a primary reference with basically the same design 

characteristics as the claimed design, and (3) improperly relies on a secondary reference 

to arbitrarily supply characteristics which are hmdamental to the claimed design, and 

the combination of the nrimarv and secondarv references would not result in the same r J J 

design as the claimed design. 

1. Failure to discern the correct visual impression of the claimed design 

In the rejection, the visual impression of the claimed design is incomplete, 

stopping -with sorne basically sirnilarities to the purported primary reference. The 

rejection begins with an abstract and incornplete comparison of the claimed design to 

Cadillac, the purported primary reference, describing the designs as graphical user 

interfaces wherein "both designs disclose a similar shaped shoe, a thick line of similar 

weight underneath the shoe, a gap between the shoe and the thick Hne of similar 

5 



weight, and a rightward pointing arrow to the right of the shoe." (Office action, page 5). 

Similarly, the rejection provides an abstract and incomplete comparison of the claimed 

design to Mazda, describing the designs as graphical user interfaces wherein /!both 

designs disclose a similar shaped shoe, a thick line of similar weight and length 

underneath the shoe, a gap between the shoe and the thick line of similar weight and 

length, and one arrow arranged above the toe portion of the shoe.fl (Office action, Page 

6). 

In this abbreviated characterization, the rejection fails to discern the correct visual 

impression of the claimed design as a whole, omitting characteristic features absent 

from the purported primary references. For example, the comparison of the claimed 

design to Cadil1ac does not mention the specific positions and directional orientations of 

the arrows, namely, that the arrow of the claimed design is positioned above the shoe 

and angled diagonally, ,vhereas the arrow of Cadillac is positioned to the right of the 

shoe and angled horizontally. The cornparison of the claimed design to Mazda fails to 

describe the specific appearances of the pedals and the directional orientations of the 

arrows, in that the pedal of the claimed design does not have an intersecting line and 

that the two designs depict the arrows in opposite directions. These details are not de 

minimis, rather they are integral to the appearance of the designs in vievv of their 

operation as graphical user interfaces. The characterization of the claimed design and 

the cited references fails to acknowledge that these differences are not minor but arise 

from different design purposes and result in different design appearances. More 

specifically, Cadillac is for adjusting throttle or brake pedal and thus, its specific surface 
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ornamentation selected for that graphical user interface should not be disregarded or 

changed. Mazda is for demanding brake pedal operation when electric paring brake is 

released, and ,vas designed to appear as it does, not to be modified with different 

graphical features. TI1e different design uses result in their meaningful different 

appearances. Design use is relevant to prior art for determining "substantial similarity' 1 

2009); ln re SurgiSil, 14 F.4th 1380 (Fed. Cir. 2021)) and is also be relevant to a designer 

of ordinary skill for deterrnining 11basically the sarne' 1 design characteristics for 

obviousness, for suggestion or motivation to combine, and to whether the designs are 

"so related 1
' as to be combined in an obviousness rejection. 

2. Improper Primary References 

Applicant respectfully submits that the rejection fails to identify prirnary 

references ,vith basically the same design characteristics as the claimed design. In recent 

decisions regarding graphical user interface designs, Applicant notes that the PTAB has 

reversed obviousness rejections on grounds that the purported primary references are 

not visually similar enough to the claimed designs, due to certain differences between 

the two designs that were deemed obvious or patentably indistinct modifications to the 

examiners. See Ex parte Robertus Christianus Elisabeth !v1ariet and Patrick f-lofrnann, 

Appeal 2019-001901 (Septernber 19., 2019) (rejection reversed); Ex parte Chicisimo SL, 

Appeal 2018-00L1018 (November 21, 2018) (rejection reversed); Ex parte Tom Thai et al., 

Appeal 2015-007954 (April 18, 2017) (rejection reversed). Although these decisions are 
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not precedential, they offer recent indications of how the Board reviews obviousness 

rejections, and are exarnples of the relatively high bar for identifying a primary 

reference, which is not met in this case. 

As quoted above, the instant rejection provides a comparison of the claimed 

design to Cadillac and Mazda, the alleged primary references. TI1ese comparisons fail to 

mention visually significant characteristics of the claimed design, as discussed in the 

previous section, as well as Cadillac and Mazda. First, the rightward arrow of Cadillac 

is in a different position and pointed in a different direction compared to the arrow of 

the claimed design. Furthermore, in Cadillac, the arrows teach awav from the 
(J . ~ 

movement of the pedal shown in the claimed design. The overall visual impression of 

the claimed graphical user interface is to remove the foot to reduce acceleration. 

Instead, Cadillac shows that it is for adjusting the pedal for throttle and braking, vvhich 

is in direct contrast to the claimed design. Similarly, the appearance of the claimed 

design is in direct contrast to Mazda., wherein the foot and corresponding arrow is 

shown to depress a brake pedal to release a parking brake. 

The selection of Cadillac or Mazda as primary references is improperly based on 

too genera] an understanding of the claimed design and without regard to the 

particular pctrpose and appearances of the designs. In vie-w of the simplicity of these 

designs, each feature contributes to their visual appearances and cannot be considered 

de ndnimis. For example, the Board noted that "rninor points of difference l-.. ] can play a 

greater role in differentiating simple designs' 1 ,vhen considering the visual differences 

between a square and a rectangle (see Appeal 2018-001766, decided December 19, 2019 
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(Application No. 29/443,590)). 

3. Improper Secondary Reference 

The rejection improperly relies on a secondary reference - Black Arrmvs - to teach 

a fundamental design characteristic of the claimed design. Reliance on this secondary 

reference is also flawed because it does not teach the same appearance as the claimed 

design, and a combination of the primary and secondary references wou Id not result in 

the sarne design as the clairned design. 

First, Applicant notes that the PTAB has recently noted that a secondary reference 

cannot be used to teach a fundamental design characteristic which should be present in 

the primary reference, and selective use of certain design features of secondary 

references while deliberately ignoring other design features just so the claimed design 

would result indicates that the rejection is based on hindsight reconstruction rather than 

objective teachings of the references. See Premier Gen1.s Corp. v. Wing Yee Gems Ei Je(Delry, 

IPR 2016-00£134 (July 5, 2016)(institution denied); Sketchers USA v. Nike, Inc., IPR 2016-

01043 (November 16, 2016)(institution denied); Vanguard Identification Sys., Tnc., v. Patent 

of Bank of Amer. Corp., Appeal 2009-002973 (July 31, 2009) (rejection reversed). Although 

these decisions are not precedentiat they offer recent indications of how the Board 

revievvs obviousness rejections. 

In this case, the rejection improperly selects and applies a featlire of the alleged 

secondary reference to the alleged primary reference, which suggests impermissible 

hindsight. Specifically, the rejection employs Black Arrows to teach the directional 
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orientation of the arrow of the dairned design, i.e., an arrow pointing away from the 

shoe, a feature which should be present in the purported primary references. Black 

Arrow discloses an arrow in a direction that would be contrarv to the design and 
./ t 

motivation of the primary references. It would create completely different contextual 

cues in Mazda. In Cadillac, there would be no place for the Black Arrows to be placed 

that would rnake sense for the design. Also, the visual appearance of the arrow in Black 

Arrows is not the same as the arrow of the claimed design., namely., because the stem is 

curved whereas the claimed arrow stern is straight. 

Therefore, even if it were proper to incorporate the feahires of Black Arrows, the 

purported secondary reference, into Cadil1ac or Mazda, the purported primary 

references, the resulting design would not even be the same as the claimed design 

because the imported arrcrw of Black _Arrows is not the sarne as the corresponding 

feahire of the claimed design. Even if the irnported arrmv \Vas the same as the arrmv of 

the claimed design, the combination of the purported primary and secondary references 

would still lack the arrmv positioning and directional orientation shown in the claimed 

design. Moreover, there is no teaching, suggestion or motivation to combine references 

because the references are purpose designed to have their specific appearance. 

In view of the foregoing amendment and remarks, Applicant respectfully requests 

reconsideration and allowance of the application. 

No fee is believed to be due with this submission. The Commissioner is hereby 

authorized to charge any fee deficiency to Deposit Account No. 19-0031. 

Should further communication be necessary, the Examiner is invited to contact the 
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undersigned by telephone. 

December 13, 2022 

8601 Georgia A.venue, Suite 603 
Silver Spring, MD 20910 
(301) 585-8601 

P:\DATA \Clienis\1612\881 \RespOA 14Sept20221612881.doc 
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/George Raynal #68390/ 
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IN THE ·uNITED STATES PATENT & TRA.DEMARK OFFICE 

First Named Inventor: Conf. No.: 7527 

Xi CHEN Art Unit: 2913 

Examiner: Ana Maria Vine 

Filed: July 9, 202'! Atty. Dkt.: 1612.881 

For: DISPLAY SCREEN OR PORTION THEREOF \/VITH GRAPHICAL USER 
INTERFACE 

Commissioner for Patents 
P. 0. Box 1450 
Alexandria, VA 22313-1£150 

RESPONSE TO OFFICE ACTION 

Commissioner: 

In response to the Office action dated September 1 £1, 2022, please enter the 

following amendments and remarks in the application: 

Amendment(s) to the Specification begin on page two. 

Remarks begin on page three. 



UNITED STATES PATENT AND TRADEMARK OFFICE 

USPTO Automated Interview Request (AIR) 

Nov 29 2022 

This paper requesting to schedule and/or conduct an interview is appropriate because: 

This submission is requested to be accepted as an authorization for this 
interview to communicate via the internet. Recognizing that Internet 
communications are not secure, I hereby authorize the USPTO to communicate with 
the undersigned concerning scheduling of the interview via video conference, 
instant messaging, or electronic mail, and to conduct the interview in accordance 
with office practice including video conferencing. 

Name (s) : 
George Raynal 

S-signature: 
/George Raynal/ 

Registration Number: 
68390 

U.S. Application Number: 
29798750 

Confirmation Number: 
7527 

E-mail Address: 
george.raynal@designlawgroup.com 

Phone Number: 
+l 3154806914 

Proposed Time of Interview: 
12-7-2022 2:00 PM ET 

Alternative Proposed Time(s) of Interview: 
12-8-2022 2:00 PM ET 

Alternative Proposed Time(s) of Interview: 
12-9-2022 2:00 PM ET 

Prefered Interview Type: 
Telephonic 

I am the applicant or applicant's representative for this application. 

Topic for Discussion: 
103 rejection 
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Office Action Summary 

Application No. 
29/798,750 

Examiner 

Ana M Vine 

Applicant(s) 
CHEN et al. 

Art Unit 

2913 

AIA (FITF) Status 

Yes 

-- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address -­
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING 
DATE OF THIS COMMUNICATION. 

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the mailing 
date of this communication. 
If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any earned patent term 
adjustment. See 37 CFR 1.704(b). 

Status 

1 )0 Responsive to communication(s) filed on __ . 
0 A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on __ . 

2a)O This action is FINAL. 2b) 0 This action is non-final. 
3)0 An election was made by the applicant in response to a restriction requirement set forth during the interview 

on __ ; the restriction requirement and election have been incorporated into this action. 
4)0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213. 

Disposition of Claims* 
5) 0 Claim(s) 1 is/are pending in the application. 

5a) Of the above claim(s) is/are withdrawn from consideration. 

6) O Claim(s) is/are allowed. 

7) 0 Claim(s) 1 is/are rejected. 

8) O Claim(s) __ is/are objected to. 

9) O Claim(s) __ are subject to restriction and/or election requirement 
* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a 

participating intellectual property office for the corresponding application. For more information, please see 

http://www.uspto.gov/patents/init events/pph/index.jsp or send an inquiry to PPHfeedback@uspto.gov. 

Application Papers 
10)0 The specification is objected to by the Examiner. 

11 )0 The drawing(s) filed on 09 July 2021 is/are: a)O accepted or b)0 objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 

Priority under 35 U.S.C. § 119 
12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

Certified copies: 

a)0 All b)O Some** c)O None of the: 

1.0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. __ . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

** See the attached detailed Office action for a list of the certified copies not received. 
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Application/Control Number: 29/798,750 
Art Unit: 2913 

DETAILED ACTION 

Notice of Pre-AJA or AJA Status 

Page 2 

The present application, filed on or after March 16, 2013, is being examined under the 

first inventor to file provisions of the AIA. 

Examiner's Comment 

This application incorporates by reference Japanese Patent Application No. 2021-000441, 

filed on January 11, 2021. All the material from the incorporated applications which is essential 

to the claimed design is included in this application. Amendments of the claim may be based on 

the content of the incorporated material. However, with or without a specific amendment, it is 

understood that any material in the incorporated applications which is not present in this 

application forms no part of the claimed design. 

Rejection under 35 U .S.C. 171 

The claim is rejected under 35 U.S.C. 171 as directed to nonstatutory subject matter 

because the design is not shown embodied in or applied to an article of manufacture. 35 U.S.C. 

171 defines the proper subject matter for a design patent: 

Whoever invents any new, original and ornamental design for an article of manufacture 

may obtain a patent therefor, subject to the conditions and requirements of this title. 

To be considered statutory subject matter under 35 U.S.C. 171, a claimed design must be 

embodied in "an article of manufacture." In re Zahn, 617 F.2d 261,268,204 U.S.P.Q. 988,995 

(CCPA 1980). The phrase "an article of manufacture" has been interpreted to be a tangible object 

or physical substance. See Henry Hanger & Display Fixture Corp. of America v. Sel-O-Rak 
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Corp., 270 F.2d 635,640, 123 U.S.P.Q. 3, 6 (5th Cir. 1959); Pelouze Scale & Mfg. Co. v. 
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American Cutlery Co., 102 F. 916, 918 (7th Cir. 1900). Kim Craftsmen, Ltd. v. Astra Products, 

Inc., 212 U.S.P.Q. 268 (D.N.J. 1980); 1 E. Lipscomb, Walker on Patents, 2: 11 (1984), 1 W. 

Robinson, The Law of Patents, 200 (1890). 

A design may be embodied in an article of manufacture ( 1) as a configuration for an 

article of manufacture, (2) as a surface ornamentation for an article of manufacture, or (3) a 

combination of both. Gorham v. White, 81 U.S. 511,525 (1871); In re Schnell, 46 F.2d 203,209 

(CCPA 1931); MPEP § 1502. 

Pursuant to the guidelines for examination of design patent applications for computer 

generated icons, 1185 O.G. 60, 61 F.R. 11380 (1996), a design for a computer-generated icon 

may be considered statutory subject matter if the following conditions are present: 

1) The computer screen, monitor, other display panel, or portion thereof is shown in 

broken or solid lines with the icon displayed on it, and 

2) The claim is directed to the subject matter as embodied in an article of manufacture. 

The subject matter of the instant application does not meet these conditions. 

Consequently, a design for a computer-generated icon per se is unpatentable since it is 

not embodied in a specific article of manufacture. Ex parte Strijland, 26 U.S.P.Q.2d 1259 

(BdPatApp & Inter 1992), Ex parte Tayama, 24 U.S.P.Q.2d 1614 (BdPatApp & Inter 1992), Ex 

parte Donoghue, 26 U.S.P.Q.2d 1266 (BdPatApp & Inter 1992); Ex parte Donoghue, 26 

U.S.P.Q.2d 1271 (BdPatApp & Inter 1992), and Ex parte Donaldson, 26 U.S.P.Q.2D 1250 

(BdPatApp & Inter 1992). 

Applicant's claim refers to a display screen or portion thereof, but an identifiable display 

screen or portion thereof is not shown in the drawing. The computer-generated graphical user 



Application/Control Number: 29/798,750 
Art Unit: 2913 

interface must comply with the "article of manufacture" requirement of 35 USC 171. 
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The title of the claimed design suggests that the article of manufacture is a display screen 

or portion thereof. The broken line description does not indicate that any of the broken lines in 

the drawings depict the article of manufacture. 

In a Computer-Generated Icon-type design (see MPEP § 1504.0l(a)), the broken line 

subject matter illustrates any or all of three distinct features: the environment of the design (e.g. a 

mobile/electronic device); the article of manufacture (e.g. the display screen/panel), which is 

embodied in the environment if present; and the graphical user interface, which is the design 

itself and serves as ornamentation of the article of manufacture. These three portions should all 

be appropriately identified. This particularly ensures that the design complies with the article of 

manufacture requirement of 35 U.S.C. § 171 in identifying that such an article exists in the 

drawing(s) and is clearly understood as such. 

It is suggested the broken line statement be amended to clarify which broken lines show 

the article of manufacture. The following broken line statement is suggested: 

-- The outermost broken line rectangle illustrates a display screen or portion thereof 

and forms no part of the claim. --

Rejection under 35 U.S.C. 103 

The claim is rejected under 35 U.S.C. 103 as being unpatentable over "Cadillac Escalade: 

Adjustable Throttle and Brake Pedal," published on or about October 30, 2020 (herein Cadillac) 

(see PTO-892, Page 1, Ref U) and "Mazda 6 Owner's Manual: Electric Parking Brake," 

published on or about December 18, 2016 (herein Mazda) (see PTO-892, Page 1, Ref V) in view 
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of the "iS tock Black Arrows," first available October 7, 2018 (herein Black Arrows) ( see PTO-

892, Page 1, Ref X). 

Although the invention is not identically disclosed or described as set forth in 35 U.S.C. 

102, if the differences between the claimed invention and the prior art are such that the claimed 

invention as a whole would have been obvious before the effective filing date of the claimed 

invention to a designer having ordinary skill in the art to which the claimed invention pertains, 

the invention is not patentable. 

A designer may point out and claim a design within the environment of a larger design. 

In this scenario, determining novelty and non-obviousness calls for considering whether a design 

that looks like the claim was already in existence, whether in isolation or within environment. 

Without the liberty to make that consideration, the peculiarity of the selection, per se, becomes 

the novelty of the design. With a design that exists around or within other designed environment, 

there may be no reason for that particular design to exist independently in the prior art. This does 

not imply that it is not in itself, a design. Therefore, requiring the prior art to show a design in 

existence in isolation cannot be the standard for evaluating designs understood to exist within 

other designed environment, as with the instant claim. 

The design of Cadillac has basically the same design characteristics as the claimed 

design, in that both designs disclose a similar shaped shoe, a thick line of similar weight 

underneath the shoe, a gap between the shoe and the thick line of similar weight, and a rightward 

pointing arrow to the right of the shoe. 

The claimed design is different from the design of Cadillac in that the arrow is curved 

and arranged diagonally above the shoe, and the thick line below the shoe is slightly more 

elongated. The design of Mazda discloses a design with basically the same design characteristics 
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as the claim, in that both designs disclose a similar shaped shoe, a thick line of similar weight 

and length underneath the shoe, a gap between the shoe and the thick line of similar weight and 

length, and one arrow arranged above the toe portion of the shoe. 

The claimed design is different from the design of Mazda in that the pedal does not have 

an intersecting line and the arrow is slightly curved and points away from the icon. 

Black Arrows shows a rounded arrow pointing away. 

Claimed Design Cadillac Mazda Black Arrows 

-
It would have been obvious to modify Cadillac by elongating the pedal and placing the 

arrow above the toe box of the shoe, as seen in Mazda, or to modify Mazda by using the shoe 

icon seen in Cadillac, and by pointing the arrow away and rounding it, as taught by Black 

Arrows. 

Any further difference is not significant enough to warrant a patent for the overall 

appearance of the claimed design over the prior art. In re Lapworth, 172 USPQ 129 (CCPA 

1971); In re Lamb, 286 F.2d 610, 128 USPQ 539 (1961). 

This modification of the primary references in light of the secondary reference is proper 

because the applied references are so related that the appearance of features shown in one would 

suggest the application of those features to the other. See In re Rosen, 673 F.2d 388, 213 USPQ 

347 (CCPA 1982); In re Carter, 673 F.2d 1378, 213 USPQ 625 (CCPA 1982), and In re Glavas, 

230 F.2d 447, 109 USPQ 50 (CCPA 1956). 
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Cadillac and Mazda are so related in that they are both graphical user interfaces showing 

shoe icons above a thick line indicative of a pedal and an arrow. The secondary reference is so 

related in that it shows a range of arrow icon types. 

Further, it is noted that case law has held that a designer skilled in the art is charged with 

knowledge of the related art; therefore, the combination of old elements, herein, would have 

been well within the level of ordinary skill. See In re Antle, 444 F.2d 1168,170 USPQ 285 

(CCPA 1971) and In re Nalbandian, 661 F.2d 1214, 211 USPQ 782 (CCPA 1981). 

The differences between the claimed design and the prior art are such that the claimed 

design as a whole would have been obvious before the effective filing date of the claimed design 

to a person having ordinary skill in the art to which the claimed design pertains. 

Conclusion 

The claim stands rejected under 35 U.S.C. 171 and 35 U.S.C. 103. The prior art made of 

record and not relied upon is considered pertinent to the appearance of the claimed design. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Ana M. Vine whose telephone number is (571)272-1348. The 

examiner can normally be reached Monday-Thursday, 6 a.m-4 p.m. ET. 

Examiner interviews are available via telephone, in-person, and video conferencing using 

a USPTO supplied web-based collaboration tool. To schedule an interview, applicant is 

encouraged to use the USPTO Automated Interview Request (AIR) at 

http://www.uspto.gov/interviewpractice. 
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supervisor, Shannon Morgan can be reached on (571)272-7979. The fax phone number for the 

organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of published or unpublished applications may be 

obtained from Patent Center. Unpublished application information in Patent Center is available 

to registered users. To file and manage patent submissions in Patent Center, visit: 

https://patentcenter.uspto.gov. Visithttps://www.uspto.gov/patents/apply/patent-center for more 

information about Patent Center and https://www.uspto.gov/patents/docx for information about 

filing in DOCX format. For additional questions, contact the Electronic Business Center (EBC) 

at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 

Representative, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/A.M.V./ 
Examiner, Art Unit 2913 

/RACHEL A. VOORHIES/ 
Primary Examiner, Art Unit 2923 
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Attorney Docket No.: 1612.881 

IN THE UNITED ST ATES 
PATENT AND TRADEMARK OFFICE 

DESIGN PATENT SPECIFICATION 

To All Whom It May Concern: 

BE IT KNOWN THAT WE, Xi CHEN and Kohei MOROTOMI, have invented a 

new, original and ornamental design for a DISPLAY SCREEN OR PORTION 

THEREOF WITH GRAPHICAL USER INTERFACE of which the following is a 

specification, reference being had to the accompanying drawings forming a part hereof. 

Cross-Reference to Related Application 

This application claims priority from Japanese Design Application No. 2021-000441, 

filed January 11, 2021, which is expressly incorporated by reference herein. 

~ The sole figure shows a front view of a display screen or portion thereof with 
graphical user interface showing the claimed design. 
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Design Patent Specification -1612.881 

Xi CHEN et al. 
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WE CLAIM: 

the ornamental design for a DISPLAY SCREEN OR PORTION THEREOF WITH 

GRAPHICAL USER INTERFACE as shown and described. 
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